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ABSTRACT

The Doctrine of Equivalents (DOE), a common law creation that allows-afeourt to
expand patent scope beyond the rights literally claimed in the patent, might be the most

controversial doctrine in patent law despite nearly two hundred years of development.

There is without doubt that the DOE, whenapplied broadly, conflicts with the
definitional and public notice functionof thestatutoryclaimingrequirement. To avoid this
conflict, the court adopted the rule that the DOE must be applied to individual claim
elements rather than to the inventionas awhole.Recent decisions from the Intellectual
Property Court (IP court) and the Supreme Court, however, appear to be in conflict. In
one of the most controversial court cases concerning an eye massage device, despite the
IP Court has continued to use the "element by element™" approach, the Supreme Court
clearly stated that the Doctrine of Equivalents should be applied on an "as a whole"
basis. Are these two equivalency tests in conflict or in harmony with each other? The

issue is about whether we should apply the All Elements Rule or not.

Although the need for the DOE is recognized in developed patent systems, the
parameters of the doctrine and its appropriate application are still widely debated. This
article will compare and contrast the doctrines applied in the U.S. and Germany. Each
of these jurisdictions balances the interests between the patentee and the public
differently, and each protects the patentee from non-literal infringement in a slightly
distinct manner. Facially, each jurisdiction's implementation of the doctrine of
equivalents appears distinct, but closer comparative analysis reveals striking similarities
between the application of these doctrines. This Article based of the fair and adequate
protection of patent, tries to suggest an optimal legal model for application of the DOE,

through the comparative approach.

doi:10.6342/NTU201602640



Part Il of the article reviews the legal frameworks for determining the_pretection
scope of the patent in the U.S, German and Taiwan. Part 11l of the article examines%he
DOE used in the U.S. and Germany including the applications of the All Elements Rﬁle
in the U.S. Part IV of the article tries to provide an adequate model for application of
the DOE in Taiwan, through clarifying the policy behind the DOE with the patent

policy and theory. The Article finishes with a brief conclusion.

KEYWORDS: patent infringement, the doctrine of equivalents, all elements rule,
element-by-element, as-a-whole, claim vitiation, the triple identity test,

insubstantial difference test, central claiming, peripheral claiming

vi doi:10.6342/NTU201602640



Bl PR R AWK R # R D HFATE

g
B o B BB e 1
R R LT 1
LI D - 3
F 2B L B IE s 4
E I L 5

Fod AREHFHEFIRERFZ A 7
Fo& FEE P2 BIERERFIIE i 7
P8 MEEF 2B FIRERFIE 19
P28 AEE 2B FIRERFFHE 27

B2 AREFIIORHEET ZBF e 37

Fo8 ARBIOFRBXRERMZEBFT 37
FoHF ARAZRFTEERIIEAIITER o, 66
Fri A FHOIRE2L e EMSHEEHNEEFF . 81
-8 ARZIOERERIRCERMIFF P 81
o8 KREEBEIHFED OIFELEARRBES 99
£ - OO 119

Fo® ERAREZ AR s 119
Fo8 DBDEBLIAIRP N THEFHFPAGRIITEFIZHE = L L 2

S 122

FZH HARBIBSRZHZZREDY 123

T - 127

2= §Je .................................................................................................................. 129

F 0P 2 B T 129

B8 2 B B 131
vii

doi:10.6342/NTU201602640



d0i:10.6342/NTU201602640



bl IR R AR R B

o Al
= ]

T
)

B B L E BT D N 1
gl Ffﬁm ...................................................................................................... 3
B L i s 4

L e - NP 5

FoF AREHFHMEAERERELHE 7
P8 FREZBFIERERETIE s 7

52T B IR IIET 8
F o B Y B AU B s 8
E G T S U 8

S
I
™
.
e
)
3
W
Ry
ed
%\E\}
m
”—Fu‘?
=
~ab\
.
pacs
(o}

Ji
™
~=y
3
-
3

=
=1
ppas]
~=y
W
g
=5
\.
in
I .1
-i —h
- )
@ )
{w
+
&
kL]
i
-

FIP AR GEREHFERZER 11
¥ oA AR RRAR O L B I RIT 12
F o B 2 B IERE 12
e = I R 13
FZP BFE B P o 16
= R TR BT s 16
. jﬁ:ﬁ%ﬁgk A 2T 17
I TR 17
P #r»?;i“f ........................................................................................ 19

IX

doi:10.6342/NTU201602640



>
>

=&

L ERES I ¥

ORI BRI
-3 ERY GEAER.
- S BAIFHRIE LN F o
C R R fIERL R
=~ fed FE AT g EAIFER
o~ R R R
S AR BRI EERE X %
FoB T ERBERE .,
5P BEE B,
-~ RE AR T,
SRR A M
2R F AT R,
Z i BEREBEOEY L
- B A BIEEN e,
FoPF O EEPR .
ANFE 2 B REFFE
B B AIERESE R,
b N I
-3 ERY GEAER.
55— p F LI LA ER

P

FZ P Y R R
ER N E5 A R L o RS <
S A M EARE RERE L S5
FoP TEEH e,
EIE N K 3 T —

5 2 R

- 38 gﬂ%g%@mmmmmmmmmmmmmmmmmmwmmgﬁm

Il M

......................................................... 22

P BE 23

FTE 23

......................................................... 29
......................................................... 31
A R T e, 31

doi:10.6342/NTU201602640



¥=3%

3

!

>
~

>
~

ENENE vy

— N
N
EER
7~

*HRE

&%

B>

SRS EE At

I

L i e
A A Pk gr

g%am

>R R

SEwmE T 2 B

FRE P OEHE 2R ERAZAHF

B BB %

................................................................ 40
................................................................ 42

ST HFEE R ENRR

oA FMELZRZ

A BEEWLEE L

Y2 FROZFIRPVIHEEZEEFAEIYES

238 PEERMZASEN - o BB R e 46

Fox HRIOZRALPHRELBIDRIEIIOE 47
¥ i A RAGK éﬁﬁ?ﬁ FE R 2 IFE 55
o I8 ]‘\IEEU}& T 2EEAE BT — B RH] 57
% - i FIEBI 2 FEA B o 57
F DA OBIRERE T HI AT 8B 58
LRy I8 B R R BHIUVFRE? i, 60
I8 BERIEL L ZIVPIREEFT FLREREE 63

¥ OAREAREEERBHGOIITER 66
- AR ARRBCUEEISE B O T 66
5 - % EHUGFIOE g ZoABE 66
FoA PR FEFHFE D 2 AT B 68
E RN FIE NPT I E T HAFE E 69
Fri FEIEA LD ZEF S OTERASAENR S SR L T0

T3 WFEHEEEFSE T ALFP AT P A 71

doi:10.6342/NTU201602640



>
>

S BRI R B AT e o &
(Z9F SR RAEERRRIE R BEED i (=2

i

>
>

Fea 3 ARERY FECEF T2 Wi e 761

Yr ¥ KA ﬁ"&ﬁ%.aﬁﬁ' 2B &Y E A ’f#.-% FIREFF o 81
F- % ARE IO EEOIEERRZE B 81
$o T Bl 2R EEIE B2 AR R e 81

E A B 5 SN ey - S U Y 83
o RSN TR E DI BT e 83

$-F MRRERAARFLIIERLARRS FAPL . TARLE

FIETIOE BB LT T oo 86

>
»

Egd
I
2
My e
Aﬂu o
W
(n
.ﬂq
*m
it
N
W
o
&
~=y
H
2
o)
©

Ji
N
$..\

¥ magH e B Tttt ettt ettt ettt et ettt 101
FZH OEALD OTELETEGETL 101
FEA S RAED R A 102
$23 ABRAIFIRS N TRARISE RN A e, 102

T LI T Y 103

,
EIN

| \b
f
‘Eﬁ
b
5
n ¥
IS
-
}
?_“*1
=
L
o
e

FoA O BEFHEZ A FTIERM 104
Fra LB EREJIEL TG ORE RS JHEL L R

L3 o

2_*

F 105

N
A

v

Xl doi:10.6342/NTU201602640



FZF KERERREFTEFT LA DB 7 An

¥ - % iwﬁ@wzaﬁwwmmwwwwwwwwwwww+%34m
}} |

~A

- P 0P TR R R TR E e st 1207

)

B HDEZRBIIZ AR e 109

Ea
It
o

éb?‘;ﬁ—j‘iiﬁ B EF R 8 G, 112

*}‘)
=
hpas)

FIETHRE B A o L e 113

s
=4
™

GRARE U S RS NE T A 114
Fo% BYEEEREC R APRNZBOEEE 115
FIHE HOoBER(ERRACELE Y BB F L EF 116

FoF BIFRIBZEBJEPFERR T2 EHG 116

g
g
14
W
¥
i
[S=
©

!

B8 ERBREZ KRB s 119

N
9
)
hm)
Iy

d P BT A RES RIS TS i, 120

[
—
TN

N
Y
>

S SR AR 21| IR 102 12 I 120

b
Jin

B OAFRIEEEFL RN T EJIREREF 121
TR HJETHEEIE B J L e 122
BT UG ARG P RIOEEEZE T s 122

58 DEHRZFIAD I THEHEP A DRIETFIEHFZ L P2 X 2P

B 2L R ettt 122

Fo & HAREBBEIZFZZREDPY 123
¥ - 18 ﬁ@%ﬂﬁﬂ%@ﬁﬁi%i*@ﬁi?ﬁﬁ@ﬂ ...................... 123

B2 E BRI ETR B2 R R 123

%}‘h
)
2

*P
Iy
2

RS S S N T R A S L 124

>
»

BB RO EMAAZIRLIEA B (e 124

Jit
o

Froax HETRETOTRIES UG R TR 125

B T T BB IR T e 125

X doi:10.6342/NTU201602640



B o B ZUER B sl 12
RoE Pk "51}26
>3 -4’1;% ................................................................................................................... 129
F o ? R R F A s 129
e 129
Ty B Zh ettt re s 129
N B T s 130
B 2 R T 131
AL BOOKS e 131
B. Periodical MaterialS............ccooiiiiiiiiiiee e 132
C. INTEINEE SOUICES ...ttt 135
WP &
Bl 1 Bl EE T 2@ BB BT 48
Bl 2 *ﬁ&2@&72@%»@74&%ﬁ%?ﬁ&?gzﬁlﬁ ................................ 48
R I 2 o 3 OO 50
Bl 4 B AL ST EE B AUBT oo 54
Bl5 AIEES T2 B FIBIT e 54
B 6 DePuy £ “#Z 2 & FUBITT oo 55
B 7 B &TET R ET ETTALE o 84
B8 HIEEXUTE B2 B FTALE oo 85

XV doi:10.6342/NTU201602640



-8 FIFBEp o

BRI B HR PRFANREER LR R BT R BIATE
CFEMAPIRLT I RE DK DD P RS L R
A gA e EM AR > FEMAHRDEREEZ HApM A ¥ ik 4
R R LR RIRTIGE S BB S (LR FRRBEE LS R A
Ao GAER L PRREANDET > B RPERZ F B DY R b R
PR EFEE RERS D PRRMENLS 6 B{HRSDEE A T E )
SRR R R & U SR nn L ATLEH L Bl
PR A A R L BT EALY AR PR 0 £ L
Al HTEERPASME LY R RE AL (LEHAY 3T &4k

£5

e o

ARFTE RFUSBIET L~ Fipay KE R S AR A R w0 %
B RFEMAT R B Eh e SHLE R AR FEERORLE LY &
B Ry ErEFRPEFTE S ERREE o AT EER
Frftp g AR PEgiam AT > EIFIROTF R MR G F ERL S B Y
Phpd i Rdpih - c ANKF LY BESFIARE FREER > BT B
R s R e EM A 52 ERFEHAZIEFH DB EL v seF it AR
32008 £ 77 A2 ABMAEMASEATEMAZR REYRT FTEMAL T
ERR R A EMAZ RS 22 5 R hEE kY L el 0 ¥ -
FEHERAFTFDF R <SG A E P EF A R KD L0

FHEFOFTR B2 -~ Ed O LHHFRBEREIPOAS K B2 %St

1422006 & 3 2015 & B o F R U4 gk T 5% 65% 0 4 PWC, 2016 Patent Litigation
Study Are we at an inflection point? (May, 2016), available athttps://www.pwc.com/us/en/forensic-

doi:10.6342/NTU201602640


https://www.pwc.com/us/en/forensic-%20services/publications/assets/2016-pwc-patent-litigation-study.pdf

Az P R S & B RR DR G

5%
eI R

ol d M EfERONEFD  FEMAZRTHIRK S
Wiz VAR AERIEZET 2 Aagg A AoriadlenB A% £.% 5Php &

PWE > RaESERT SIEMAF RIS 542 L343 0 e LML

=
¥
i
Rt
Y

g REEAN BER BF TR - EELJEET &

&

P BRAT B Y X S %k s Y 2 MeE s 2R F I s BRAE T A

e
3
S
&

cE R A RTIRD o RRFEE AR T RFERD T IAARY R
Gtk z g gL Er? T2 2 RA, (allenementsrule) hE_ixE g * o

FledldetF RS RS L FLOREB ARV ETE N ELREIE S

TR E R RIS T i R 2t M@sj » 2578 & 4]
FEAER R - ML AP AP R A F > RS EE R
TR F I - BFR -BAFZ=BHE S AR RELAS BB H
FEZEFE CORFEIZRAFZHE R AFHF BFR-BREAFE =
EENEAIEY S FRAPAMP L PR D4R o F BRI B A
X2 AFFREE T 2 HP 232 WEMHAERS R AN TRV H R
CIREF R EE R AL EA G SR JEA LT BB ERA RER R

kg FEMARRE G AHEMARRY Z Zd- §FHmA > Bt

% B HETE AR 2 P KA ik TEHBRRHAER o LRI 2014 &
9" whFiEmAFr A, 2L mE -

services/publications/assets/2016-pwc-patent-litigation-study.pdf ; @ € B>t 4 Fif £ § %2 fr ik
FliEE R s> 10 2012 & 5 B> H - F bR d L 47T%s 3|2 %P5 61%> 4 Bloomberg
BNA, Annual Global Patent. Litigation Report 2014 (Aug. 2015) available athttp://www.darts-ip.com
/newsletter/201508/AnnualGlobalPatentL itigationReport2014.pdf

doi:10.6342/NTU201602640



P LRk y G FEREIRBR LTS FLE «} ,i%frgﬁ
TERG BELL FHEAT sﬁf%mﬂﬁaﬁmﬁﬁﬂmipi‘quﬂﬁ? :".

R R L T L REF LULEE R SN e

?@%ﬂﬁ%ﬁ@ii%oﬁﬂ@%ﬂ%ﬁiimé%%bi%’&é&%%ﬁ

.“1«
m

CANEEMA L (THATEMA L) HBE T BHEG B 2 e 2

\\_'
£
o

yr

B ARAEG NERE R I BHNOE%T ELE Gk

WL T ER e > A A FRRR TR BT ET AR N g A T

FETHRLTLERRNIFFT 2L ARG ) 2 359 2 hhit

- BNk IBEHRE HG], £ HF HE MR 2R A (ANl elements Rule/ All

Limitations Rule ) 2. ¥ chfd % » & F 432 0 F LM IGLE Sayfk fi o & {148 F
mg:ﬁi‘ ﬁ;g %%‘Z%—f & 17"3":" 5‘; %Q_E—ﬁf;}: f«? ;‘; ATl E X W\gﬁé\%‘ﬁ ﬁ']&g‘f’]l @3‘ ’
A SRR b AR H R U B B R RSB AT E L0

R HBF AR ch> R EUPnE ) BEARAKRTEFT R B R HEE

YRGS A gL .

BE & K S0 B HET 0 TR PR AL AT B I A TR R A

B RAE L RPRTR R EI S S E i AR E R A SR T A

~,

Ao BEREESF ] A FH IR RERFIRA J vk L gy
i Yk Pl gy MR BELeT R TRE 2ty g T
FMBEE SN2 m2R ERAIGEY BT 2 &0y & A FHF B
FoRBEREERENFR m A AR FEOE R AR RN
PEERBEAP AL Y FE ﬂg‘%@ﬁ;ﬁgm} Wirpms hit > N E R R

BRI R - & I R LS T R

w

doi:10.6342/NTU201602640



Az P R S & B RR DR G

NL I ET ISR LR IEP LI 2 A RISERE 2 P A% R R

UBFI5 1 KBl R 28R4 v b2 ko

¥ T35% % , (doctrine of equivalents) # % 3 k>t % & & 2 F 7% > Fsé*“i:tt

REZAPM UGB RIRDPF R > 3 PR OERF R F M TS HE AP
TR B0 R  RIE Ry R R HIETE R Do) en T Ap g R
(Aquivalenzlehre) - & 2 PEL#F 02 > 7 2 (B TE g FE R R 2
& oI BT B U4 B 30 2 BT LAY i U2 A & (Peripheral Claiming Doctrine
) PR AR RL - 0 A Ed R F A AP vtz a & (Central Claiming
Doctrine) z_ i* % > ;é%‘ tme & 4] 2 % (European Patent Convention, EPC) %
Aoxis > BB BEJFER A oRNTA K AREJREFFZIRGTRE R
B2 E 8R4 Hig i 2 22 pehy P AERE 2 2T THNEI 222
20 (REFAREZF 4iETR) > Ra ARFHIrI <51 FREZ 5
FlZfE e 4 » seA~ L &2 REAR
T RAHATNE OPEFEERAREAR

1o BTN R L BELEE S 4 -

¥=& P33

AYAERY YRTHEAEEBRIALEELIFL LR P RTREAT

L& B BER CAEE R ARE R R BR L A SR i R AL

Bemhy & ARRA SRS R P I o R AT R R LD i
2 g & N & kB2 g Westlaw Next~ 2 heE 22 iz 8 Tl & fsiirk &

PEN PRI FRBRIREZRLL O HUEF LEE B AT o

doi:10.6342/NTU201602640



e &
A >
1 4 ¥

>
&~

I

4

FlR 40 41 1o Pt e i g > 4w BT R B B I R R 2 28 - @ 8
PTG

‘/El‘_r%r—; NEX

EAES

ETTaS

3
&

PAS

IBEFE o F-

IS

M= ':."
—_— | |

| <= |
, 4+ et Nobhadts|l
rﬁﬁj’@ﬁivmpzﬂ%ﬁﬁ¢F‘

44

ETIAS

:_%:.

RENEENE S A éﬁ%*iépﬂfﬁpw At

F%W%ﬂﬁwgﬂ%ﬁﬁﬁiﬂ%J’ifiW* LR S ] i

f
iy

Iro%%z RdF, o hit 2 MEARE Ll Y 08 %O L Ry

FEFREAEY - Fr g TAAFEEAE 2R WS HEfIRER )

AREJIDE FREF Y LAP 2 D& P RRAEY dp bR 0 TR

i

i

i

J K

-

S S

FiE AT AR W IR R 2 RN AR > £RTR

WEREERPLMAGTHEFRL LGN o Bt FTI R T 2%

ROAT A 73 2R ITRLE o

doi:10.6342/NTU201602640



d0i:10.6342/NTU201602640



»
>

I
Sl

&R 41F BB R g B2 2]

$o3 £ R4 ML FRER R e
IS |
AR n BB A SHE R BGE 2H1 nk fl i BEle gV
GARER S AREARLEH G REE BIERR R e £
PR S TE RN R P TDR LYY M RS PR R
2% B R IE A B IR E RIS AR Lo H LT
PERREIETRT R -

Fo 8 FRE 2R fIREF R
$-9 LAFEFE

AWEREZ > RAEAFANEY FRJFROTRE SR HE ARG
FiRhE L FR PR T o FAF R AR E AR T AT Tk
BEAIREFER - &1 #;féiﬁal?ﬂ FERAHEA BT A AT E R e
B0 ot R FIEBLET R SERE Y 2 PR a2kl A

T FRE & JIEET A~ 5 2 &4 (literal infringement) 22 22 7 5344 a5
%% (doctrine of equivalents) T &% f]ix{g o v & BTk gy &8 U
Brgdple s 5~ f X BB RN FP 5 A PEHR {#p a0y RS
AN A KRB A 2 B TAEE B RAE e 3 F a0 m PRk R

SECE RN B

? 35U.S.C.§271.
¥ 35U.S.C.§112 (2).

doi:10.6342/NTU201602640



Bz R R S8 2 & P RAR G I

5o Rl

Matde e 28R {122 0 2 RB {1 @0 % 270 Fnp A

WEm e 1 280 SR 6 R B L R R

CREEESIEERY FE S S A L
RN RSP ST ST R ERY R S s s
52 Bl -

$- 5 PR FRHFE

EEEPRT A S APREORER - B FRAY G

o R EIEEmingE o @ R SR JIE D ST A AR Y

)3

L PR 3R A AR XA R {IBER o & At L fladon

—nle

S

s

f

7
“~

N

ol 1* - deerfien TgRama 4, (claim construction) # '3

+3% 2% ; (claim interpretation) - » f]}u{% FlEfEFRm s - FFE o
¥-0 FFmzik i

12 o TSR AR T S e F38 |, (the name of the game is the claim ) 6,z
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AR AT AR IR E R o R L BRI R A

35 U.S.C.A. § 271. (“(a) Except as otherwise provided in this title, whoever without authority makes,
uses, offers to sell, or sells any patented invention, within the United States or imports into the United
States any patented invention during the term of the patent therefor, infringes the patent.(b) Whoever
actively induces infringement of a patent shall be liable as an infringer.(c) Whoever offers to sell or
sells within the United States or imports into the United States a component of a patented machine,
manufacture, combination or composition, or a material or apparatus for use in practicing a patented
process, constituting a material part of the invention, knowing the same to be especially made or
especially adapted for use in an infringement of such patent, and not a staple article or commaodity of
commerce suitable for substantial noninfringing use, shall be liable as a contributory infringer”).

LAWRENCE M. SUNG, PATENT INFRINGEMENT REMEDIES 39 (2004); CHRISTOPHER R. LESLIE,
ANTITRUST LAW AND INTELLECTUAL PROPERTY RIGHTS: CASES AND MATERIALS 8 (2010); JEROME
ROSENSTOCK, LAW OF CHEMICAL AND PHARMACEUTICAL INVENTION: PATENT AND NONPATENT
PROTECTION 21-90 (4th ed. 2012); Research Plastics, Inc. v. Federal. Packaging Corp. 421 F.3d 1290,
1295 (Fed. Cir. 2005).

Giles S. Rich, The Extent of the Protection and Interpretation of Claims: American Perspectives, 21
INT'L REV. INDUS. PROP. & COPYRIGHT L., 497, 499 (1990).
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df ot B H pER°

¥z 0 RYBTAAEIEEAEY FEAFEE

FREJFR AERBEEAPIRAZT FHOAMIZTEREE iy g
&¢ A1 d EF FI0E 2038 (matter of law) ~ d 12 % B A2 % § A 42 (matter

of facts) - F MY FEJIFFERL A LT T A IS L2 2R 27 Rk

2 F R AR % BT -2 > 1996 £ - Markman v. Westview Instruments % £ 7 2 42
By & wttzmy 3 EFENRREEHE Y GEFER A5 NS E

v

Ee ¢ Gl FERA 2 A A F R £3& (underlying factual dispute) B (4o
) P AAL RN AR ERY FEEF S5 REPN 0 R

b

7 JANICE M. MUELLER, PATENT LAw 332 (3rd ed. 2009).

8 35 U.S.C. 112. ((a) IN GENERAL.—The specification shall contain a written description of the
invention, and of the manner and process of making and using it, in such full, clear, concise, and exact
terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly
connected, to make and use the same, and shall set forth the best mode contemplated by the inventor
or joint inventor of carrying out the invention.)

% MUELLER, supra note 7, at 333.
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** Vitronics Corp. v. Conceptronic %09 » mf2Ricie + 272 g P A faig e B

LABEEM S BETARRFH LR E P S AT R Er

' Vitronics Corp. v. Conceptronic, 90 F.3d 1576, 1582, 39 USPQ2d 1573 (Fed. Cir. 1996).

" Innova/Pure Water, Inc. v. Safari Water Filtration Systems, Inc., No. 04-1097 (Fed. Cir. Aug. 11,
2004). 308 A W E B ) B A AT 4 B R T A R F R ERERS- SRR
B PRt R PERER At i EAR o D BN ERZFIOTER S ¢ FRRE
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#h XA 2GR ERE -

P TR R & 4 AR IIRA B A0l * R & - See Home Diagnostics, Inc. v. Lifescan, Inc.,
No. 03-1370 (Fed. Cir. Aug. 31, 2004).

E.g. Innova/Pura Water, Inc. v. Safari Water Filtration Sys., Inc., 381 F.3d 1111, 1116 (Fed. Cir. 2004);
Symantec Corp. v. Computer Assocs. Int’l Inc., 522 F.3d 1279, 1291 (Fed. Cir. 2008).
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¥ Phillips v. AWH Corp., 415 F.3d 1303, 1314 (Fed. Cir. 2005).

5 DavID L. Fox, U.S. PATENT OPINIONS AND EVALUATIONS 120-21 (2010); MUELLER, supra nhote 7,
at349.

16 Builders Concrete, Inc. v. Bremerton Concrete Prods. Co., 757 F.2d 255, 257 (Fed. Cir. 1985).

7" E.g., Frank's Casing Crew & Rental Tools, Inc. v. Weatherford International, Inc., 389 F.3d 1370,
1378 (Fed. Cir. 2004); Baxter Healthcare Corp. v. Spectramed, Inc., 49 F.3d 1575, 1583 (Fed. Cir.
1995); Amhil Enterprises Ltd. v. Wawa, Inc., 81 F.3d 1554, 1562 (Fed. Cir. 1996).

8 Fox, supra note 15, at 123.
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%o 415 Graver Tank % 7 > B2 B il S uE ko b LR

4

1 Allen Eng'g Corp. v. Bartell Indus., Inc., 299 F.3d 1336, 1353, 63 USPQ2d 1769, 1780 (Fed. Cir.

2002).

20 Kegel Co. v. AMF Bowling, Inc., 127 F.3d 1420 1425 (Fed. Cir. 1997); Laitram Corp. v. Rexnord,
Inc., 939 F.2d 1533, 1535 (Fed. Cir. 1991).

“Mere colorable differences, or slight improvements, cannot shake the right of the original inventor”
Odiorne v. Winkley, 18F.Cas.581, 582 (C.C.D.Mass.1814) (No. 10,432).

22 Winans v Denmead, 56 U.S., 15 How. 330, 14 L.Ed. 341 (1853).

21
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% «Today we adhere to the doctrine of equivalents. The determination of equivalence should be applied

as an objective inquiry on an element by element basis. The Court is concerned that the doctrine, as it
has come to be broadly applied since Graver Tank, conflicts with the Court's numerous holdings that a
patent may not be enlarged beyond the scope of its claims. The way to reconcile the two lines of
authority is to apply the doctrine to each of the individual elements of a claim, rather than to the
accused product or process as a whole. Doing so will preserve some meaning for each of a claim's
elements, all of which are deemed material to defining the invention's scope.” “Does the accused
product or process contain elements identical or equivalent to each claimed element of the patented
invention? “Warner- Jenkinson Co. v. Hilton Davis Chemical Co., 117 S. Ct. 1040, 41 USPQ 2d 1865,
1875 (1997).

Festo Corp. v Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722 (2002).

POARBLRWE B RRLE S REBAITL B AR LFHS HF S AR
% Pt Warner Jenkinson % @ #r3 en M2 v LI 4phl 2 4§ 2d | T R EBWLTL T LIRS
2% 10252 % 103 Erx 2 ¥ o e T2 Bl r > AR E e E RS EE LT
2. 3B A E e Tv &4 7}@},’: md ~ BB gAY T pREl higasA T (TR
kA ;’1 FARENETPELE RAT AEHFLL ﬁ Erip P entr B Ind A A uﬁbﬁ%ﬁ) 3F
R BF IR BFZ R 25 mfr ) B T TR BF 7 PlEfr g
Bl i \F;M = B T2 BRI OB (5% 4T o 8 F2E0h A 2 SracdE b B AT st
ek iF R FEhmaE o

F A b gk Festo & A 0 AT E % AL FILHY 7 ogh {}@;%}Uﬁ»“f - See Joshua D.
Sarnoff Aﬁ)ollshmg The Doctrine of Equivalents and CIalmlng the Future After Festo, 19(4) Berkeley
Tech. L.J. 1157-1225 (2004); John R. Allison & Mark A. Lemley, The (Unnoticed) Demise of the
Doctrine of Equivalents, 59 Stan. L. Rev. 955 (2007); Lee Petherbridge On the Development of
Patent Law, 43 Loy. L.A. L. Rev. 893, 920-29 (2010). = /8*4p i < [F‘J%v % Bim i (2001) (5%
w2 ABEE ) (FEMAZ ) 368 0 T 15 BRF (2002) 0 (=% M F 2k Festo % ¢
BPEHBEET G v RPES ) 4248 0 F 445 4R = (2002) (U’ﬂéégwﬁu =
FREF 2 l‘m‘*f IR LE B T TP LR ) (GFEMAE) 448 - | 25

27
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31 Festo Corp. v Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722, 732-33 (2002).
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%% ALAN L. DURHAM, PATENT LAW ESSENTIALS: A CONCISE GUIDE 194-96 (4th ed. 2013).

% See generally Abbott Labs. v. Dey, L.P., 287 F.3d 1097, 1105, 62 USPQ2d 1545 (Fed. Cir.), cert.
denied, 537 U.S. 1039 (2002); Augustine Med., Inc. v. Gaymar Indus., Inc., 181 F.3d 1291, 1301-02,
50 USPQ2d 1900 (Fed. Cir. 1999); Hughes Aircraft Co. v. United States, 717 F.2d 1351, 1362, 219
USPQ 473 (Fed. Cir. 1983).

% Streamfeeder, LLC v. Sure-Feed Sys., 175 F.3d 974 (Fed. Cir. 1999).

% Winans v. Denmead, 56 U.S. 330, 346 (1853) (The patentee may so restrict his claim as to cover less
than what he invented, or may limit it to one particular form of machine, excluding all other forms,
though they also embody his invention...); Johnson & Johnston Assocs. v. R.E. Serv. Co., 285 F.3d
1046, 1054 (Fed. Cir. 2002) (When a patent drafter discloses but declines to claim subject matter ...
this action dedicates that unclaimed subject matter to the public. Application of the doctrine of
equivalents to recapture subject matter deliberately left unclaimed would 'conflict with the primacy of
the claims in defining the scope of the patentee's exclusive right).

DURHAM, supra note 33, at 201-03.
% See Johnson & Johnston, 285 F.3d at 1056.

37

17

doi:10.6342/NTU201602640



LAl P on nfEl e & RR DR G N

HPPEFE L R SR UER B L 2 BRI B HRE PR Al
CEPF T EE T IR0 PR ARl L HE S 2 i 8
FF LY 3—}?@?&" AR AR R A T TN Y Gk 2R 2 J(fllveapper:
estoppel ) & 8T ¥ e 5 3 | o AT 2y “ﬁ*?%i‘»lﬁ hig TR g
WY 55 ?41" 2% ﬁé‘ .l-.i_—}’\—j_j\jé‘ %‘#%} X K"‘ﬁﬁmlj fi.%z gf#g\

—~ 42
;F%-FF‘E_,FFE‘&E °

BFEZRMAFEELOEHERA DU Bun FLHERLH 2L

BFERL R - L2 > B A 7 EEY G0 B ERY F - R 2
A HE AN GBS TR 2 B R - {2 YRR ERRDGE P

F3
J?.%'fﬁ&;ﬁ EY £ LA %HE e E\‘#”f E0E 0 om 1 RP AR K

BE A ANEP 2 #F 3 (argument-based estoppel ) £2 &g k2 #F 2 R

)

B (amendment-based estoppel) ¥ %I M A B 12 BF 2 RPN & ¢ T

Ee

RHERGY FEFER 2 BT R Y @ik o hELITR S £ T
AP aFesto k0 HEk A R R s g rqua;*}ﬁgqﬁqi@aoj\gg

#51 Warner-Jenkinson % > a2 TV RFIR 2 MK S BEF T RAGE
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% Warner-Jenkinson Company, Inc. v. Hilton Davis Chemical Co., 520 U.S. 17, 30, 41 USPQ2d 1865
(1997); Regents of University of California v. Dakocytomation California, Inc., 517 F.3d 1364, 1378,
85 USPQ2d 1929 (Fed. Cir. 2008); L.B. Plastics, Inc. v. Amerimax Home Products, Inc., 499 F.3d
1303, 1309-10, 84 USPQ2d 1341 (Fed. Cir. 2007); Kustorn Signals, Inc. v. Applied Concepts, Inc..
264 F.3d 1326, 1333, 60 USPQZd 1135 (Fed. Cir. 2001), cert. denied, 535 U.S. 986 (2002); DeMarini
Sports, Inc. v. Worth, Inc., 239 F.3d 1332, 57 USPQ2d 1889 (Fed. Cir. 2001).

DURHAM, supra note 33, at196-201.
HERBERT F. SCHWARTZ & ROBERT J. GOLDMAN, PATENT LAW AND PRACTICE 182 (7th ed. 2011).

2 See Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 122 S. Ct. 1831, 62 U.S.P.Q.2d 1705
(2002).

Fox, supra note 15, at120-21; MUELLER,supra note 7, at158-66.

* Fiskars, Inc. v. Hunt Mfg. Co., 221 F.3d 1318, 55 USPQ2d 1569 (Fed.Cir.2000), cert. denied, 532 U.S.
972,121 S.Ct. 1603, 149 L.Ed.2d 469 (2001).
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* Martina Schuster, Claim construction and doctrine of equivalents in the U.S., inPATENTING
PROTEOMICS: PATENTABILITY AND SCOPE OF PROTECTION OF THREE-DIMENSIONAL PROTEIN

STRUCTURE CLAIMS UNDER GERMAN, EUROPEAN AND US LAW 174, 181 (Martina Schuster ed., 2010).
49

(The extent of the protection conferred by a European patent or a European patent application shall

be determined by the claims. Nevertheless, the description and drawings shall be used to interpret the
claims.)
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121 Freedman Seating Co. v. Am. Seating Co., 420 F.3d 1350, 1358 (Fed. Cir. 2005).; DePuy Spine, Inc. v.
Medtronic Sofamor Danek, Inc., 469 F.3d 1005, 1017 (Fed. Cir. 2006).
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129 “While a claim limitation cannot be totally missing from an accused device, whether or not a
limitation is deemed to be vitiated must take into account that when two elements of the accused
device perform a single function of the patented invention, or when separate claim limitations are
combined into a single element of the accused device, a claim limitation is not necessarily vitiated,
and the doctrine of equivalents may still apply if the differences are insubstantial. DeMarini Sports,
Inc. v. Worth, Inc., 239 F.3d 1314, 1332, 57 USPQ2d 1889, 1900 (Fed.Cir.2001) (citing Dolly, Inc. v.
Spalding & Evenflo Companies, Inc., 16 F.3d 394, 398, 29 USPQ2d 1767, 1769-70 (Fed.Cir.1994)).
Thus, Eagle is correct that “one-to-one correspondence of components is not required,” and the
all-limitations rule does not preclude a finding of equivalents here.” Eagle Comtronics, Inc. v. Arrow
Commc'n Labs., Inc., 305 F.3d 1303, 1317 (Fed. Cir. 2002).
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1% On-Line Tech., Inc. v. Bodenseewerk Perkin-Elmer GMBH, 386 F.3d 1133, 1137, 73 USPQ2d 1116,
1119 (Fed. Cir. 2004).

“the doctrine of equivalents does not require a one-to-one correspondence between components of the
accused device and the claimed invention.” Dolly, Inc. v. Spalding & Evenflo Co., Inc., 16 F.3d 394
(Fed.Cir.1994).

140 E g., Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 172 F.3d 1361, 1369 (Fed. Cir.1999);
Ethicon Endo-Surgery, Inc. v. United States Surgical Corp., 149 F.3d 1309, 1317, 47 USPQ2d 1272,
1277 (Fed.Cir.1998); TIP Sys., LLC v. Phillips & Brooks/Gladwin, Inc., 529 F.3d 1364, 1377 (Fed.
Cir. 2008); Metris U.S.A., Inc. v. Faro Techs., Inc., 882 F. Supp. 2d 160, 180 (D. Mass. 2011);
Nuclimate Air Quality Sys., Inc. v. Airtex Mfg. P'ship, No. 5:08-CV-0317 NPM ATB, 2011 WL 65890,
at *10 (N.D.N.Y. Jan. 10, 2011).

John Cordan, Reviving the Federal Circuit's Dead Letter Teaching, Suggestion, or Mativation Test for
the Doctrine of Equivalents, 39 AIPLA Q.J. 163, 166-68.
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142 Blake B. Greene, Bicon, Inc. v. Staumann Co: The Federal Circuit Specifically Excluded Claim
Vitiation to Illustrate a New Limiting Principle on the Doctrine of Equivalents, 22 (1) BERKELEY
TECH. L.J. 154, 169.

Warner-Jenkinson Co., Inc. v. Hilton Davis Chemical Co., 520 U.S. 17; 117 S. Ct. 1040; 137 L. Ed. 2d
146 (1997).

144 See, e.g., Freedman Seating Co. v. Am. Seating Co., 420 F.3d 1350, 1362 (Fed. Cir. 2005) ("The
problem, however, is that taken to its logical conclusion, Freedman's argument would mean that any
support member capable of allowing translational and rotational motion would be equivalent to a
support member 'slidably mounted to said seatbase,’ which reads 'slidably mounted' completely out of
the claims.”); Asyst Techs., Inc. v. Emtrak, Inc., 402 F.3d 1188, 1195 (Fed. Cir. 2005) ("To hold that
‘'unmounted' is equivalent to 'mounted’ would effectively read the 'mounted on' limitation out of the
patent. As the district court noted, the 'all elements rule’ provides that the doctrine of equivalents does
not apply if applying the doctrine would vitiate an entire claim limitation."); Moore U.S.A., Inc. v.
Standard Register Co., 229 F.3d 1091, 1106 (Fed. Cir. 2000) (“[T]o allow what is undoubtedly a
minority (i.e., 47.8%) to be equivalent to a majority would vitiate the requirement that the first and
second longitudinal strips of adhesive ... extend [sic] the majority of the lengths of said longitudinal
marginal portions.' ... If a minority could be equivalent to a majority, this limitation would hardly be
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necessary .. ""); Tronzo v. Biomet, Inc., 156 F.3d 1154, 1160 (Fed. Cir. 1998) ("According to the expert
testimony, any shape would be equivalent to the conical limitation of claims 2 and 10. Such a result is
impermissible under the all-elements rule of Warner-Jenkinson because it would write the 'generally
conical outer surface' limitation out of the claims."). But see Wright Med. Tech., Inc. v. Osteonics
Corp., 122 F.3d 1440, 1445-46 (Fed. Cir. 1997) (citing Wamer-Jenkinson Co. v. Hilton Davis Chem.
Co., 520 U.S. 17, 39 n.8 (1997)) ("Both the claimed invention and the STAT-IM device employ an
intra- medullary rod element, and Wright's argument is that the STAT-IM rods are equivalent to the
claimed rod. Thus, summary judgment was not appropriate because Wright's theory of equivalence
would not 'entirely vitiate a particular claim element.™).

Daniel H. Shulman & Donald W. Rupert, "Vitiating™ the Doctrine of Equivalents: A New Patent Law
Doctrine, 12 FED. CIR. B.J. 457, 464, 488 (2003).

Shulman & Rupert, supra note 145, at 462-64; Greene, supra note 142, at 166; Robert Pribish,
Freedman Seating Co. and the Claim Vitiation Doctrine, 43 SAN DIEGO L. REV. 379, 386-391.

Ethicon Endo-Surgery, Inc & Ethicon, Inc., v. United States Surgical Corporation, 149 F.3d 1309
(1998), 47 U.S.P.Q.2d 1272; Durel Corporation v. Osram Sylvania Inc.256 F.3d 1298, 59 U.S.P.Q.2d
1238(2001); Cooper Cameron Corporation v. Kvaerner Qilfield Products, Inc.,291 F.3d 1317, 62
U.S.P.Q.2d 1846(2002).

148 Athletic Alternatives, Inc. v. Prince Manufacturing, Inc. 73 F.3d 1573, 37 U.S.P.Q.2d 1365(1996);
Moore U.S.A., INC., v. Standard Register Company, 229 F.3d 1091, 56 U.S.P.Q.2d 1225(2000).
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19 «An equivalent vitiates a claim limitation if the equivalents is excluded from the literal scope of the
claim language.” Shulman & Rupert, supra note 145, at 473.
Shulman & Rupert, supra note 145, at 479.

Freedman Seating Company v. American Seating Company and Hi-Tech Seating Products, Inc, 420
F.3d 1350, 76 U.S.P.Q.2d 1001(2005).

%% Pribish, supra note 146, at 391. M {47 (2014) » { & 4] & R ePATE F 2 3400 B R R 2 47
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153 Deere & Co. v. Bush Hog, LLC, 703 F.3d 1349 (Fed. Cir. 2012).
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154 See also Eagle Comtronics, Inc. v. Arrow Commc'n Labs., Inc., 305 F.3d 1303, 1317 (Fed. Cir. 2002)

(“while a claim limitation cannot be totally missing from an accused device, whether or not a
limitation is deemed to be vitiated must take into account that when two elements of the accused
device perform a single function of the patented invention, or when separate claim limitations are
combined into a single element of the accused device, a claim limitation is not necessarily vitiated,
and the doctrine of equivalents may still apply if the differences are insubstantial)
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VOB R E e A A Warner-Jenkinson % 2o {80 v M E E & AIRA
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5 D. Alan White, The Doctrine of Equivalents: Fairness and Uncertainty in an Era of Biologic

Pharmaceuticals, 60 EMORY L.J. 751, 763-67 (2011).

156 Warner-Jenkison Co. v. Hilton Davis Chemical Co., 520 U.S. 17, 36, 39-40 (1997). (“The known
interchangeability of substitutes for an element of a patent is one of the express objective factors
noted by Graver Tank as bearing upon whether the accused device is substantially the same as the
patented invention.”).

7 Warner-Jenkinson Company v. Hilton Davis Chemical Co., 520 U.S. 17, at 210-23 (1997).

B0tz th (2008) (Bl o8k EE cMAEE Ak ARZEFL P ) (LT 2ES
R):20% 248 > F 187 w1 (2013) > (1 B He P L 47 E 308 B2 77 ) (L X 228
) 255245 F 10-

159 E.g. Ring & Pinion Serv. Inc. v. ARB Corp., 743 F.3d 831, 834 (Fed. Cir. 2014); Graver Tank & Mfg.
Co. v. Linde Air Prods. Co., 339 U.S. 605, 609, 70 S.Ct. 854, 94 L.Ed. 1097 (1950); Abraxis
Bioscience, Inc. v. Mayne Pharma (USA) Inc., 467 F.3d 1370, 1382 (Fed.Cir.2006); Interactive
Pictures Corp. v. Infinite Pictures, Inc., 274 F.3d 1371, 1383 (Fed.Cir.2001); Corning Glass Works V.
Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251, 1261 (Fed.Cir.1989); Moore U.S.A., Inc. v. Standard
Register Co., 229 F.3d 1091, 1107 (Fed. Cir. 2000); Brilliant Instruments, Inc. v. GuideTech, LLC,
707 F.3d 1342, 1347 (Fed. Cir. 2013).
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¢51 DePuy Spine, Inc. v. Medtronic Sofamor Danek, Inc. %+ 31 #* |- #£4', # 4 7
& AHET 4 DePuy »r# Mehp M4 254 e FEGV B4 217

PR SR R o Bf ko 2R F AR RGR L RkE A ppm g i
EE R een2| i ? B (39543 B 5 8 o Graver Tank & 247 T2059 5 1

R S TS &N FRIEREUE R SRS RO Sr e ST

160 DePuy Spine, Inc. v. Medtronic Sofamor Danek, Inc., 567 F.3d 1314, 1336-37 (Fed. Cir. 2009)
(stating” But even accepting DePuy's view of the facts that conical and spherical surfaces are
interchangeable, a finding of equivalence does not necessarily follow.”).

1 k% ik s T 4h3r 1580 F 187 ¢
162 Graver Tank & Mfg. Co. v. Linde Air Prods. Co., 339 U.S. 605, 608, 70 S.Ct. 854, 94 L.Ed. 1097

(1950) (Insubstantiality may be determined by whether the accused device “performs substantially the
same function in substantially the same way to obtain the same result” as the claim limitation.).

163 E.g. Catalina Mktg. Int'l, Inc. v. Coolsavings.com, Inc., 289 F.3d 801, 813 (Fed. Cir. 2002)

164 E.g. Textron Innovations Inc. v. Am. Eurocopter Corp., 498 F. App'x 23, 31 (Fed. Cir. 2012); Mirror
Worlds, LLC v. Apple Inc., 692 F.3d 1351, 1357 (Fed. Cir. 2012); Voda v. Cordis Corp., 536 F.3d
1311, 1326 (Fed. Cir. 2008).

165 E.g. Ishida Co. v. Taylor, 221 F.3d 1310, 1317 (Fed. Cir. 2000); Siemens Med. Sols. USA, Inc. v.
Saint-Gobain Ceramics & Plastics, Inc., 637 F.3d 1269, 1279 (Fed. Cir. 2011).
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& 2011 # ¢ Okklusionsvorrichtung % £ Diglycidverbindung % 4 - ¥ #1325 4t

BB fIFare <15 U5 LS @2 @r > 13 HhEns LRRS 195

1% ROBERT A. MATTHEWS, ANNOTATED PATENT DIGEST § 13:23 (2005). (There seems to be substantial
agreement that, while the triple identity test may be suitable for analyzing mechanical devices, it often
provides a poor framework for analyzing other products or processes. On the other hand, the
insubstantial differences test offers little additional guidance as to what might render any given
difference “insubstantial.”)

187 White, supra note 155, at 763-67.

188 E g. Dolly, Inc. v. Spalding & Evenflo Companies, Inc., 16 F.3d 394, 398, 29 USPQ2d 1767, 1769-70
(Fed.Cir.1994); DeMarini Sports, Inc. v. Worth, Inc., 239 F.3d 1314, 1332 (Fed. Cir. 2001); Eagle
Comtronics, Inc. v. Arrow Commc'n Labs., Inc., 305 F.3d 1303, 1317 (Fed. Cir. 2002); DePuy Spine,
Inc. v. Medtronic Sofamor Danek, Inc., 469 F.3d 1005, 1017 (Fed. Cir. 2006); Deere & Co. v. Bush
Hog, LLC, 703 F.3d 1349 (Fed.Cir.2012); Brilliant Instruments, Inc. v. GuideTech, LLC, 707 F.3d
1342, 1347 (Fed. Cir. 2013); Charles Mach. Works, Inc. v. Vermeer Mfg. Co., 723 F.3d 1376, 1380
(Fed. Cir. 2013); Advanced Steel Recovery, LLC v. X-Body Equip., Inc., 808 F.3d 1313, 1320 (Fed.
Cir. 2015); Akzo Nobel Coatings, Inc. v. Dow Chem. Co., 811 F.3d 1334, 1342 (Fed. Cir. 2016).
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189 FCJ, GRUR 2011, 701 — Occlusion Device, with a devastating annotation by Kilhnen, GRUR 2011,
705; a translation of the decision can be found in 42 IIC 851 (2011). (GRUR Int. 2014, 657,
beck-online)

10 BGH, 12.03.2002 - X ZR 135/01-Schneidmesser II.
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172 Diisseldorf Upper District Court, judgement of 3.1.2013-1-2 U 22/07 — Regenschirm.
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Dave, Peter Meier-Beck, Yukio Nagasawa, Maximilian Rospatt & Martin Sulsky, supra note 59,
at292.
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