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Abstract

The American Invents Act was passed by U.S. Congress and was signed into law on
September 16, 2011. The law represents the most significant change to the U.S. patent
system since 192, and closely resembles previously proposed legislation in the Senate in
its previous session. The Patent Trial and Appeal Board (PTAB) was formed as one part
of the American Invents Act, handling contested cases such as Inter Partes Review (IPR),
Post Grant Review (PGR) and Transitional Program for Covered Bussiness Method
Patents (CBM).

This Study is focusing on the status and importance of IPR, PGR and CBM. By
examining the statistics of number of the cases over the years, discussing the reason to
value this procedure in finding the validity of patents in patent trials. The scope including
presenting the condition of cases instituted in PTAB and the cases appealed to Court of
Appeals for the Federal Ciruit (CAFC). Furthermore, this study lists 5 key issues in patent
validity trials to observe the opoinon from the court, including patent eligibility, novelty,
non-obviousness, claim construction and motion to amend. Cases were from PTAB and
CAFC between 2015 and 2016. This may offer the companies in Taiwan to have better
strategis to apply during U.S. patent litigation.

Keywords: American Invents Act, AIA, Patent Validity, The Patent Trial and Appeal

Board, PTAB.
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i~ O FERCHS - 2 FEEERE L R ERAE AL » RIEIE RN (House of Representatives )
AR Z B A2 - JRRISEEY347A (Leahy-Smith America Invents Act » AIA ) >
FEIFEARINELE 9 H 16 HEZBIAZEE - HIODA GRS H#EEAZE G TR
Patrick Leahy JZ %&bt 5))AZ2 B & 1% Lamar Smith FpifEE)- B 2005 FFHAFEH
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T DARAVE N R gi B+ 8RS BI85 & LA AR
{F Ry P RORIS Y — 38 > 5 BB ISR LSRR R 8 ~ RO B LRV EEA E &

2 OERES  (EREA RO O OB R B )
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H—IE EE3EHH)E (American Investment Act )

PHEERIRVEMFARA - (RISEBIBIFEES 1 R5 8 THH 8 ;UZME »
14 25 B B o A ) A L3 BH N SRR RO B/ B ERERTATRY  TRBIRFE
I AFREEIT BN E - AR E R - SN INEE I F R AL =R E
EENE > FMEEEIL SR - B FIARMM S - BREFIFFEE A LUA 5 5
FIpEfEfE) (United States Patent and Trademark Office » USPTO ) & 7H » FLEEF]
MEECEITIRIASN - HEAINE Z 0 - ST RSN ARG EE R S E T
AN AMERBESERTA A S BHEMRS - ER A BFIREM LT 37 > Bk
o e BRI R EE B H e R T S A T Y RARE S SR PR B4 ~ U e
B A\ Rt i 2 (R 224V EA FEE » BIFEBERETL  MiEA— R REES

3 A NERTHRADERRA -

- BEEEEZTTHES

£ 2011 4 9 F EEE AR 2 A > PR EAHERE A RifE T =0m] DIpkE S
B ATARE - 38 A (Ex Parte Reexamination » BLUSHRERRR ) DA77
FHZE A& (Inter Partes Reexamination » % HEFEET) - 5 2 > NEBSEHEAZ I
WETHEERFT BB AEAN AT AT 0] [ R A R i

EFIMER . EEH M (a substantial new question of patentability ) | DIPkERE: &

4 U.S. CONST. ART. |, § 8: “[...], To promote the Progress of Science and useful Arts, by securing for limited
Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries; [...]”

> BiEE ~ 8 - RTE - MREARE - dEiEeE (2012) 0 FifEst 1 H 51

6 28 U.S.C. §1338.

7 RS B8 RTE - MREAEE - REEeE (2012) 0 FiifEEE 10 H 51-52
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BB A (substantial new question of patentability ) | > #60] & AR H BB FHER

8 IRINER (2013) > ( ERBFEFAINZ Frist i — % HEEEF (PR MEEE 31T )
http://cdnet.stpi.narl.org.tw/techroom/pclass/2013/pclass 13 A185.htm > fx1&%E HEH :
2016/11/30
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B EEEAVHEE » 408 USPTO iy " it a5 24l (Central Reexamination
Unit » CRU) ; SUEFFETREHP A Z A% - EFEEE AN HERE=[EH
N HET 2 Fr B A DR 5 RTE R S A BB » A CRU wRZERA
IETHE SR - — EHEEZEAERFEN LA EE SRR T
A% BRI NBIEHE R FE AR TS R AR T ol fEY - 5
GIHIE I — IR 0 Ryl oo BT PR A e - W M NS S - T A
SRR BRE AR > SRS M % F LIRS OB EHRAD A S5 8 L2 [0 JE 2 iy -
A2 10 B 7 B e e AR IR R R R Bt - T AR e f T &
FIRFEZE 2 B ERZ T - TSI NEECNRIR Sy - v SA LS RE e Y

( Board of Patent Appeals and Interference » BPAI) 2 3 5 Z53%f BPAI {5 E )
KA > FIETFE R i Rapabe -
HERRE S TEEAR  RENERHEEAR S T HEE Z AIEFER G

TR - W HLEBER USPTO A LLHIEAE R 2 (estoppel ) YRR »
INEIERRE N e H R N AT IR 2 AR R B SAT - SR &l 2 AR 7
FEPREREFA M - FIEEE AR AT S - IRE 2 TR S0 E 5 [EHFIE AL

HETIE B C RO TR S - RIS -

—HEEEREZS T HEEF B AEE RS TS T HEE -
LA EF AR R (initial Office Action ) » FRHAFFE BRI A ZE 2 A 2L EIHY
VIPEED - EFE AR BT -ETEERR TSR IER

° FBAE (2010) 0 (ERIBEFIZERITEIREH S 2 SRR — — DB T R EE %
L) 0 H 12 A KRR AR ST AT 15w

10 37 C.FR. §1.510 (2008).

1 37 C.FR. §1.530 (2008).

2 FEfAEY (2010) > HiffERE 9 H 14 -

13 35 U.S.C. § 307 (2006).

YOIR(IE (2013) > HijfEsE 8 -

15 37 C.RR. § 1.935 (2008).
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B FR A A ARV ATHE 2 T SRS IRTATEE KIS § IR - R A AR
RV — AR IER T DR H B CiERL BE TS ERTAaR - ¥
PAEEEAAFIGEE > FiE ALl BPAT $2H E3F8 - S v B _L 3R S okl
SRR -

NIE > FEEERF R > EERE R TBUR S PREEE A & > BiESeA CRU F&E
RS T HEERR © B _L5FE BPALfI CAFC - MR N SCZE/M4AHT AIA
ikl BHIZ T —EESR > B AR BE - e A RS BURENE
MIEERILIAZ W) LR L B CR

=~ REISEIA

EEFA 2011 £ 9 A i sEE280H% ( Leahy-Smith America Invents Act » AIA )
& NiBEUEBEFENHE > 74 2012 FRIARE I SRS - b
TS EEETRRME R I 2 R B T g SR ) (first to invent) 2Ry TR EHES
F# , (first inventor to file) Fb > F B R (F AR =S EIRE Na L5 A
FHHEHZ B9 (Patent Trial and Appeal Board » PTAB) » Fi H & it =1 TEUF A1)
FEANEE ¢ %71 FE P (Inter Pates Review » IPR ) ~ S5 & 2 F2FF (Post Grant
Review * PGR) DR &g 7 5 FH R (Covered Business Method Review >
CBM) - & =¥ ERUE T IVEEE R A S ARG 2 T2 EHAR - UM LA PTAB
B e -

ERE S E Y EATHIE 2 AR E 0 (R IPR ~ CBM K PGR REUCE SIS
127 (reexamination ) » DARAEET —(EMHEN REFFFAR TS - B AT EHERH

16 37 C.FR. § 1.941 (2008).

7 37 C.FR. § 1.947 (2008).

18 37 C.FR. § 1.953 (2008).

19 35 U.S.C. § 141 (2006).

20 B (2015) 0 (A2 T RERR P 2 BiEhEEE & - 2015 4F Inre Cuozzo %) » ( EEIEHF] A
EHEHR) 597> &b A e
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(B SR R MER ] - 3mSR T (1) PSS« R
FRIZZ (instituted) 12 12 {EH NS - (2) FEBEA © Bl EHEE BT
Bz BB TEEAMUIATE - (3) BOK/EEK © ¥ PTAB JREAIRE - BRI
Al EFRARBE (CAFC) fRERLETEA - 1 B8 P8 il I R S 4 e SR B S A P i)
NE > EEFEFT% » 4A5E B3 CAFC - (4) FEIEF « T &E | MEEMmR
7 T B

PIE BN EEEEER 2 (Patent Trial and Appeal Board )

- HAEH SRR B a1

HAFEH ST EZ 59 (Patent Trial and Appeal Board > PTAB) {435 HF| i
e T 2 B ZATEE R - Hoai 5 &y HA LS R E28% 89 (Board of Patent
Appeals and Interferences » BPAI) » PTAB Z &4 B HI &/ ~ BlfF& ~ HEAITE
RE B TERE  BEITHEMNEAE - SF Al 3 HITBEMEAE afEFHE
Z o EEEAFPERESS (United States Patent and Trademark Office » USPTO ) Fylsisfs

TR > TR M TSR 2 B B 3 DU R R i 25 DL i -
AERER A5 BRI FR S R R A s AR e R s - T S e iR e et e R A FR R 2
FEA T HEAR - FAH G A ELHEEMEEZ RS RSN SR EATEN F
HMFEE BT Z B 2T ST (administrative appeal ) » 55K 7% L 2HHFEZ
B2 HED « BRTATBORUR T A SR 35\ 2 FH S A » AR F 5 AT
ESFERFIRA ESRARS > S BN IR R E R RS o [ EHm b iR S B T

21 Eric C. Cohen, A Primer on Inter Partes Review, Covered Business Method Review, and Post-Grant

Review before the Patent Trial and Appeal Board, 24 Fed. Cir. B.J. 1 (2014/2015).

2 REty (2016) - EFHEF B HIE RHARRM FH#AEG— UL T7EEFE (IPR) AL
HEMEMEAT > £ 213> H6-

2 35 US.CHE T BT HBERENEARTBURME -

44 U.S.C §§ 1337-1338 H0 & HESF E0F ~ pefmEl Hoqth S 5 AH A BB 2 PR -

%5 35 U.5.C. § 134(a).
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7EfE (the United States District Court for the District of Columbia ) #&H R EEFEARL

P

= TTBEAAE 2B

PTAB #Yk E61& USPTO 2 & (director) ~ B/ (deputy director ) ~ EF|
5%¢°73 2 (commissioner for patents ) ~ P23 45 75 £ ( commissioner for trademarks )
DR 2T A EE (administrative patent judge » APJ) 27 -

TTECEREE WA A TRV E AN 58 Bk B S i RIS B A A R M R 2 2
B TESR (80 PTAB N - AT BRI A B RIAE JE R st s s —2k - DU
EEHENERTTS - TBEFEE A ERE S A B AR AR R RERRE %
FTOARR T MR AR 2 Ah » @RBBAVEE SINEG R A2 4D TR
RIEBSEIRERAr > - HIREETE « AR B R M - RS s 2 1%
BOEMER - TP RS - WEEBAEFEE AR ERE -
By T REEEE AT T 2 B3 - PTAB HUAHAR BN IR BT B A s

% R - EEEe - RTE - MREAEE - fBEEE (2012) 0 FifEEE 10 H 76-77
27 35 U.5.C. §6
% 35U.5.C. §6  Patent Trial and Appeal Board.
(a) ESTABLISHMENT AND COMPOSITION.— There shall be in the Office a Patent Trial and Appeal Board.
The Director, the Deputy Director, the Commissioner for Patents, the Commissioner for Trademarks, and
the administrative patent judges shall constitute the Patent Trial and Appeal Board. The administrative
patent judges shall be persons of competent legal knowledge and scientific ability who are appointed by
the Secretary, in consultation with the Director. Any reference in any Federal law, Executive order, rule,
regulation, or delegation of authority, or any document of or pertaining to the Board of Patent Appeals
and Interferences is deemed to refer to the Patent Trial and Appeal Board.
(b) DUTIES.— The Patent Trial and Appeal Board shall—
(1) on written appeal of an applicant, review adverse decisions of examiners upon applications for
patents pursuant to section 134(a);
(2) review appeals of reexaminations pursuant to section 134(b);
(3) conduct derivation proceedings pursuant to section 135; and
(4) conduct inter partes reviews and post-grant reviews pursuant to chapters 31 and 32.
(c) 3-MEMBER PANELS.— Each appeal, derivation proceeding, post-grant review, and inter partes review
shall be heard by at least three members of the Board, who shall be designated by the Director. Only the
Patent Trial and Appeal Board may grant rehearings.
2 Introduction to the Patent Trial and Appeal Board & Requirements for Administrative Patent Judges,
USPTO, https://www.youtube.com/watch?v=ul 3Gx8hegU, last visited: 2016/11/01. ‘& F [EGFHES] >
HEZR PTAB ¥EABRVEERARE @ (H— G ZOREEH T F TRV A AR A8 -
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7E o FHRER PTAB Zigmgdh > HER (FARAFAR) HalgR (B
) Hi AgREESGRER - H MW H AP T8 TEE P RER
B A RO P I T R G TS AR R s> -

ELAESFTo Ry 1 AT 2 88 > SRl 6 (EERALATAHRL - BRI —HE T
SAEERBAATHENEAE > BEBEFAZIER - {TBUAE (Administrative
Law Judges > ALJ) HIEE{A3EE] 1946 1 TERER 2 ( Administrative Procedure Act »
APA) PRI » DAHECRIE AL BURELF T Z AP F - TTBUR B LT BUARH A %2
HAER > W E AL « fH PTAB 2 2HERZ0HE ~ #1777 X DAR B 4HRE > ]
LUE ! PTAB G RAEREHITTECRE - H B A IR -

5o & B{IFREBRIR
IPR « PGR  CBM % = FEf2/7+ B a5 R2F » b =HE > S /-7E PTAB
FEW AP AT (wia) BHEN » HHEA BN SREE S FHE 15
(appeal ) JFAIZE(E: - AT » HESA PGR - IPR ~ CBM S BRI e 14 4025 )
fiF (B PGR %7 HEL IS BE IR A SR A ) 9 8 H9RIP > BCTTH5 PGR B2 2
KA ST E B Sl - 1] IPR - CBM SR R a4 » FUR
CBM [ AERRISE /R MAIERINT LU BES B P\ TR FF 2 [P 2
A4

F—IE % 5EEFEF (Inter Partes Review » IPR)

1. FFE A (petitioner) EF&
R E R FIEEFREZ FrA A > B TfeH IPR A2 2 HHGE > {H it sp B AR

0 Z5fER (2016) 0 (REIFHAZ TEFR P BEEEER TR JB) - RECEHREN - 528 6
%544 H 3334

U ELEE H34-

2 REHS (2012) mifEEE 220 H7 -
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MR Az IR  JERETAHAGION : (1) 7E42H] PR HIEE
ZAT ST SE A 2 E E A IS E st A H E A 0 RFEER 0 (2)
SR ~ A Z EIEA 2 E A ER R A S EEEHN - ETH
ARD % BANRETRATRIE Z —FPFe IPR 552K ¢ (3) S ~ AL
B F S B E R R AR TR IPR 7 350K B 3 B Se s A E EHY
HEAZEN S Z R -

2. FEFPiRitCiR i Z PR
HY AIA FARSREIEAEE e ) Oy TR ER ) 0 (£ IPR
AR ER sy ) E w1 DN d SV v e bt DN SR el RS 2
ZBF AR R LE A A st maEnEuEAn
ZfedEt] IPR R Frafk Z BB et A f2 H PGR FeFris » AIZAZE] PGR
TRFPa4tie A RERR Y PR R2F 35K o 5 RyS 3 A RERT DA U A B 3850
ZEA » AE SAZ A HACRT R -

3. IPR 275 [REHE Z PR
IPR 27 2 5 | R E RN EAFIZE B 2 AT » Bz BT 2R SN
il 2 AFETHPREIEARI BT R AR RN giE s 2 B E A A 1]
SN Z FEHEL R R AT - T2 (RIR R AR e Z i M s R T S AT
VSRR TSR Y -

4. TPR :5KEEERE

3 35U.5.C. §311(a)(b).
34 37 C.ER. $42.102(a)(1).
35 37 C.ER. $42.102(a)(3).
36 37 C.ER. $42.102(a)(2).
37 35 U.5.C. § 311(b).
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B TR RS2 HAE R [PR A2 2 SRR - HFPR AR
B AP SRR B AV B R 2 B S IRAI 2 B #iE B
A e e Fr Pk iy S5 AN R R R P o A R T i e R By B e ] HL AR
TERMERE ~ ST SEAEE RIEEE A T 2 e85 [ EART R B E R 2 A5
FIVITH R E N IR E SR ~ A B AT SRR AR R s BT
GYRIEZ B ) 0 o A B PR 2SR R - TR0 -

5. BRI IPR FEfP 2R 0E
EUFIRE N AT DU R e 2 B 3 R b i 1% - = (8 H PR & kel
TLURCEE® - MEHAMRE 1%~ =11 5 79 - PTAB HIZE5EIE IPR F2 P2 Ak
ILHRE © # PTAB S8 BHEHEH Z sl kg SR E 1 Z B i e ey
BT 2 ek BN R I A ok B el E TR - Rl fEH#EA
IPR 27 ZR0E © 2 » %5 PTAB SR RATACE A e LATLZEIF > TR A3t 4
BB 53 BRI R AT SR B R (LR AR T R R -

6. HAIGKIHZEL

38 37 C.FR. § 42.8(b).

39 37 C.F.R. §42.104(a).

40 37 C.F.R. §42.104(b).
435 U.5.C. §312(a)(3)(B).
42 35U.5.C. §313.

43 37 C.F.R. §42.108.
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7. RfFEMEHAE
TE IPR 12731 %1% —4F 1Y » PTAB BIZE¥3% [PR 127 F 4 RRTEEE™
75 & S NS E L3 2 CAFC® -

5 TIH YAEE B EERER (Post Grant Review » PGR)

1. SRR ERE
ZHE ] PGR 127 Z ST A RSB FIRERTA A LLINEY S (B B
A E AR HEE AT - EtE ERA AR RS R ETA B R E
AR > BT~ HEEA R E S AR E R (R A\ BT R &
F B e S AR E A S MRV B R A 2R S Z PR > BIA#E A PGR 1R - {H
EENE  SHEEAE R ET (counter-claim ) i AR gk R ETA » iYL
Uy DAERT & AL A I T A PGR 2R -

2. TRFF e Z PR
22013 48 3 F 16 HE#MaHETT /e 3% 30 N HEEHIER dn s 0 R g Z A i3
ra A FEHFEMIZAEZ H e EN A S Z HERR 9 [EHW > i L

4 35U.5.C. §316(d).

%5 35 U.5.C. §316(a)(11).
4 35 U.5.C. §319.

47 35 U.5.C. §321(a).
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3. PGR 275 [z Z R
£ IPR R HEEIR(EREELN§ 102 A e ~ §103 B SAIMEIILAS [H © 28
£ PGR FEFr bR 7o MERNER I ZAIMEZ SN B SR G E R & A T
SR Z BRI E - EHME - e iR - SAE S HAIR TS
HBEERTEBEFRCEZ 2B IRy FIAE PGR A2 7 s ATt 2 B -

4. PGR GEREHEH
FEFEH PGR AR Fraf KV & 2 T Pr/Ata B HE ARSI E
TN TR T 5 BRER AR SKIH DR e AT EE - AHRA 2 559

5. FARL PGRZfFZIRE
£ IPR A2 fr it - SRR (I Z 55 R (E 7R 72 7y B B Pk ZE /D —(E e ek
Z A E A B AR 2 B A REM: - PTAB BIRI{EHIBARL IPR R/ 20k
JE ¢ ZAIMAE PGRAZFF T - RILETE 7y B 2D — (B gk EARERE > A
A E AR EZ R A gt (RN E > Z i+ ) By > PTAB J5RE{ERKFARL PGR
B2 g™ -

6. EEAFELHIS

1F PGR 12 FF A # R EEIS 2514 (preliminary injunction) 27 {§32% « {§&

%8 35 U.5.C. §321(c).
49 35 U.5.C. §321(b).
50 35 U.5.C. §322(a)(2).
5135 U.S.C. §322(a)(3).
52 35 U.5.C. §324(a).
53 35 U.S.C. §325(b).
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CBM 2/ Z Hig NMEIRN FAEEZEA A=A > HAERL HEEER - ZH550H
HFEFEAT CBM 27>

PUN DAFRAS ST = F 2 Fp B 6] 2 e AT TERR

=i IPR PGR CBM

o HAZAE9EH | FARZAE9EA [ IPR
FEUITR % S PGREFF A

R G512

54 AIA §18(a)(1).

55 AIA §18(d)(1).

6 ZRRIFT 2K PTAB F1 CAFC i i o 77 A B FRRE N hida A #E A — 2B A -
CAFC T REBHAAME I PRAERE E i Z i 3 AR 2 8 R] - 026 T — (B2 ERITHIEEE AR
YR R SR T AT &b ZE 2 AN EA] ) T — (@2 T BN g R i iz e
VEEEE MR A WERGE T EEAF] | Z - 28 Unwired Planet v. Google (Fed. Cir. 2016) o

57 35 U.S.C. §311.
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=1
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¥ 8 FBEBRELSH

F—IH HAEEEREE G

PTAB HilZ 25 EARE  BFFEKEZAHFE ZEFEFREB LAY
ZIRfE o FREEE ARSI Ay H o — {2 5 H B (2 AT A EATT R RV &
EANERAIFE - HEIMIRT I B ReR © SUB B PTAB HTEF R Z S IHAET
By Al LI E R i —FIE F R G RERMFESRNHNZ 2% - LUT

8 AIA Trial Types Comparison Chart »
https://www.uspto.gov/sites/default/files/ip/boards/bpai/aia_trial comparison chart.pptx » fx{% %[
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Rz ~ PGR ARFFRIMEA 38 1> (5 1% - BRI S > IPR B HEFHVHEEHE
K~ CBM 2Pl PGR R2f7 © 175 A St Rl - 8% IPR AYRFE(L
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2015 SEHERIAE] 1737 (> 27 2016 FITEHMHMIGKAIEES - LL 1565 (F{FUL -

R E IPREMFHEE
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2 PTAB HHFEZ(ERLLH] 3 2013-2017 IPR (- HIsH &

() BRIEAE

DS HIS A E Ry oy Z AR - AE 2016 % PTAB 2/ HIEFHY
DI BEHSER R RSE » (5T 55% » HAE 24% I P e 77408 ~ 13%
MY RS ~ T%H B > DR EER DHEGETE > (A=Y 1% - E50Y
LRI ORI E TR EHIRAE - e HEEZ1% > BT B

> USPTO AH4E e E A M H 2 41 Ek - & https://www.uspto.gov/patents-application-
process/appealing-patent-decisions/statistics/aia-trial-statistics = DL N ASZRTS |2 &ERl4EtE
2016/10/31 IF o
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U TR EirE
109114 70811 X P 12614
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859 1991' 203(F:
ZHER > oK 7 HkEL J} A SR TE MR
T2 HR4EAY TEH A TEHERY

5 IPR HIEEE X B4ERLET

s > B EAEAN S - — B H CHEE KIEZ FHEGE AL ZEHY IPR 2
Frrpzig  HIR e G RAVEE R G e E 12 Z T Ao (R R 2 P4y
H 23%EAHVEERIAE 2R - LTI ENE AR ELBIIIE 44% @ AR
BESPENERZ ZE T 2R 68% ) © iEt EMIsR(E T A AL KA Z iz
HR AT A 2 AN 2 T

I TR AR
(—) 25 36 FRALE

HRISHEFR AR S 36 5k (" Rule 36 ) » BrFRAGE_ERAR RSt M afuE
FERHIREE T AT B FR ARSI - — R 2 R 56 36 frRbfEE( Rule 36 affirmance )
2 T EAESY (summary affirmance ) o ¥0# BRI S - REEEIRY H R
TEFFERESHANR - 17 Rule 36 WEREHIE 2 AIRRETRIIG SR i A HlEy—FE & - DA
TS s Rule 36 HESTHEIAIILL 4G

S BT ARE G DL =M T A e B - (1) HIRJEH] (precedential
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opinions ) » f5HVRARIBIRYE R - ARIBIERTEEIEHERHAI 5 (2) 2 FRIBIHY
& (nonprecedential opinions ) ; (3) 2GR R > {iK Rule 36 4EFF5 #] (affirmances
without a written opinion under Federal Circuit Rule 36 ) - —#&ifi= > Rule 36 H[; 3%
G T AR R A R U S IR E B H R AR E AR AT e I i 2 s B
fi% - Rule 36 HLE T FLEHE (EFH Rule 36 HEE HIAATIRI :

1. SeRTRYE NG AR SR -

2. FBIBRER T IR EE E

3. BEMVELEE (record) STHF MREHIRE

4. TERVERNE - (TECR (B AR E ISR U

5. SERTAHIREIE KRB -

ARG AR BRI P45 R Z 1R E =& (] Rule 36 HEREFIE - ELI1EH
BERGTR 2% FEHEZENSADEERG DA - OB RIDE TR - Rule
36 WESEHARLUARBE AT I (4L ] 3 per curiam ) > JRENG SRR EHJHETRE -

HEARRUER AL - TG & EEEAR T E AR RIERE R (RAYSm AL
SR A ERHEHER AL > (HEBN S P EE AR - BB GRS R A -
FEHMPRAARRIEGIRNE T - A0SR AE RIS ERER ~ HAHE 1T LA B EREREF
P EHGRIAR AY SR EE - WU AT © Rule 36 DRI A EREHVRFE - TR
2R~ BEET BAREEPRE - il 2 LI AR A FIHV4ER -
ZFr g iEr: > B AIIERBE—MEEFEA > /A FEAE (written

60 See Fed. Cir. R. 36:

(a) the judgment, decision, or order of the trial court appealed from is based on findings that are not clearly erroneous;

(b) the evidence supporting the jury’s verdict is sufficient;

(c) the record supports summary judgment, directed verdict, or judgment on the pleadings;

(d) the decision of an administrative agency warrants affirmance under the standard of review in the statute authorizing the
petition for review; or

(e) a judgment or decision has been entered without an error of law.

61 See Federal Circuit Internal Operating Procedures No. 8.1.
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decision) HUIRMLGLLAFHRAEHGRIKGZE - —HA THFEAE » SR
AL TREMES | Ry P REHVBE RTRE M « R BUAREF 1 H HHIAE » BIEH o R
IRIEF—7  IEBAR % Ve e a2 S B YA 2 R - 1 ELA R e A
SHAERIA LSS - MR KEREFEAEY - iEsh - FEAE Kk LA
PSR T 7 — A EE R ATRENE -

¥ - Rule 36 FEE HIAANE 28T nIRE7E (A B AR/ ~ 24 A
aeEnAbe B > Rl A —(E ESFRIE (appellate decision) AJHEHLEK - Rule 35
AR T FERR e RSO - EITERERTETHIE FI (en
banc) AFARHHE | - #F 2 » Rule 36 FJLE 3B DI HT -

LS > Rule 36 F i 1 S TR AR A SE AL - 28 {2 LI BR R Em (e — ARy
FIRIE A AR B AR B - HGE AP RS - EHNERE
TESE RN B M LI ERRARIN S - AR BERETREGENE
TR -

(=) CAFC ZH[AE FHHZ

HRERRA TP IS S S BN PTAB AT ER SRR A R
97 A] LA B 5 22 SRR FR A A EsARea KRR - H CAFC B HAIAHRHZE AT
HEEERIR - B —HE R 2 ohae - NEESE CAFC $jit PTAB FrfEthZ
HAEEDAREZ MR > AEFFEFEASS Z T RIERER © #1728 » CAFC $7Y B3
H PTAB HYEHER (affirm) RZ X K& H R BRI HAEREAE E AT
AATR R ] 2 T2 -

MARARARET® » #2016 4210 H 31 H 1l » CAFC LA T 128 4:(H IPR =

62 “A petition for rehearing en banc is rarely appropriate if the appeal was the subject of a

nonprecedential opinion by the panel of judges that heard it.”

83 See Fed. Cir. R. 35 Practice Notes.

64 See Rachel C. Hughey, Effective Appellate Advocacy Before the Federal Circuit: A Former Law Clerk’s
Perspective, 11:2 J. App. Prac. & Process 401, 404 (Fall 2010).

8 R A LLEBREFNER AT Finnegan Fifefit > Federal Circuit Decisions &
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CBM R ¥ Lafrs 0 e M4ER FAREEIA 101 4 (3£ 78.91%) ~ #RIT4ERT -
BT HERNEA 11 1 - 45 8.59% » FEIEIF 7 0 M FEE = Bl HEHER

(Reversed ) =(JEEEE (Vacated) E{EH 914 > {5 7.03% -

54|
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B ERY
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6 H IPRIEL CBM L3 EI4E R

EERUERF

s o B0 PTAB JREA AR EFFHY ESFA - A REEE BT A E
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o

RV EET AR 9 (ol 2= EE - R E R F R4 Rl

SALESS 103 FREVERITT S A > SRS a8 KO HEE 2R -

ESERAIDR H 3 KRS

In re Natural Alternatives, LLC 08/31/2016  Reversed.
Arendi S.A.R.L. v. Apple Inc., 08/10/2016  Reversed.

Google Inc., Motorola Mobility
LLC

In re Magnum Oil Tools 07/25/2016  Reversed.

obviousness

obviousness

obviousness

http://www.finnegan.com/publications/federalcircuit/ #E{THEE » FMEESE _F3FE PTAB/IPR/CBM

Fig > HZREHBEEERAANE -
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http://www.finnegan.com/publications/federalcircuit/

CutSFORTH, Inc v. Motivepower, 04/06/2016  Reversed. anticipation

Inc

Straight Path IP Group v. Sipnet 11/25/2015  Reversed and  claim

EU S.R.O. Remanded. construction

In re Imes 01/29/2015  Reversed and claim
Remanded. construction

Tobinick v. Olmarker 05/19/2014  Reversed. Claim

construction
In re Rambus, Inc. 06/04/2014  Reversed. Anticipation
In re Giannelli 01/13/2014 | Reversed. obviousness
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H 1990 4 State Street Bank ZE¥ > BFEASAZAYENT | IHES TRAAIIEAETS -
FE(ERERGHEJTESE A R EE A - BRI (patent troll » BRBELFILRAT -
BATRRD ) BEMIE 7 H ey et o DB TR T RS e MR A

B e IER] - [NIE > A B R SREINTLAE B S A2 B I A AR AN S I L -t >
SR AL FARIE AR L T2 R T AR ARAY ) R = > WS
BRI T AR EINYHIET 5% (4 Bilski Z£% ~ Mayo ZEOLI B ITHAR BTN
Alice Z£) -

RIBEEIFFES 101 5% - (0] NS T — B0 HA IV J77% (process ) ~
25 (machine ) ~ B4, (manufacture ) ~ EPERY4HAEL (composition ) » JRECE Y E
Al PORERH LA (A7 ELA VR BRI - SRR R TSR HIRRAY ™ » 78 R B EF]
ittt (patent-eligible) BCHEHA 2% He (patentable subject matter ) ° 4% S5[E] %S
AR M A » — R RR 2 0E » SRS [HE—aEEER T KGR T
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man) ;- i5 MR E AR AEBRBEEETLE R B S EEEA HEZ RS
e Ry e 2 -

EERENEBHIVE T ERR AR NEINETL T =FEH5h > LISy mH

7 [ patent troll ) » JNETHE NPE (Non-practicing entities » JEEFE I EEE ) - PAE (patent
assertion entity » BRI F5RERE) ¥ - BIEAMHEE S - H 1% BIESHER IR T EB AR E
ez T SEAIAVHES b 10 2 i DA AR EL R TSR A< » 2R K S5 BRI SRR FEA [ R M P22
FESR I AR RS K B 217 5 - S S CE B e =TT -

68 Bilski v. Kappos, 561 U.S. 593 (2010).

8 Mayo v. Prometheus, 132 S. Ct. 1289 (2012).

0 GEFET (2016)  (HHS AL 5K T A S AEAS M B RS 5T — LSS a S AT Alice v. CLS Bank
FIRBEE L) 0 H 1 BIIIBUA KRR E B S E e AT i 15w

71 35 U.S.C. 101: “Whoever invents or discovers any new and useful process, machine, manufacture, or
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor,
subject to the conditions and requirements of this title.”

72 Diamond v. Chakrabarty, 447 U.S. 303, 309 (1980).
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AR - (A 5 RS EIEA -
B2 2010 4 Bilski v. Kappos 1% - SZEIFS e At 4 E 2012 Y
Mayo v. Prometheus » 2013 £ FYJ Association for Molecular Pathology v. Myriad

Genetics DL 2014 £EHY Alice v. CLS Bank FHZ(FH » B/ G EHRELERER]

73 |d. at 303, 309; supra note at 601.
" HEF(EE (2016 ) 0 FHifEEE 70 0 H 10 ©
(BT A BSOS 2 A M —2014 4 Alic v. CLS Bank ZEHfT ) > #5806 - JESS8MEH

=)

http://www.naipo.com/Portals/1/web_tw/Knowledge Center/Infringement Case/publish-99.htm - &%
%2 H  2016/11/15 -
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1 E=PIEE
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Service Ltd. ( T CLC )~ & A EUE " i s B e ) AHEASEFEYEFIREA -
T3 R Ry 5,970,479 SREA] (55 479 5REA] ) ~ 55 6,912,510 57EA] ~ 5 7,149,720 5f
EUH] » FLAImEEAERY - 5% 39 ) H LUE BRR AR B (E R Iy e - SR E 4G
> SO BE A B EFEIE R RS SRR e B B Y B S A B e B
2 - AR AN EERAEEIETT R & 2 2K 5) - CLS 55 KIARTHER 2 7 F A2
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ZFRITEBRMEERIAR T LA (1) Raz X eive—Ii T A&, —%
SUEE o (2) MBS TRV E E RSk - X5 HERIGNT " HlS | 5%-Fr - (3)
ERXGEANR T Z TN RAfre EARHEREETRS - (DIt
AT 5 B AT AN FIRIO] 2 F6 7R > BESRATHUSRE I TAT eI se 5™ -

2. HGAb EEAE R

76 (Alice v. CLS Bank F|j+ 22 i] sE RN L B RG EE AWV RN ) - BB » RHEEENE -
http://iknow.stpi.narl.org.tw/post/Read.aspx?PostID=10238 > fx{&2& H : 2016/11/15 -

77 Alice v. CLS Bank, 134 S. Ct. 2347 (2014).

78 Id, at 2353.
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3. CAFC #EH4GER
ZEPF EFFE] CAFC 1% > ESVABES —REVHAHER T #O ARG AR - 58

Fo AR ZEoh 2 P HFGE R IR WIRERS 18 ( manifestly evident ) [ $5 5] —{E I S8
TR Ry 2 T SKIA ELA SR AE® - Tt CAFC fY2Beslif (enbanc) 5 » St
BT CAFC BE—REVHAIAY » 10 AUEELE R T — (AL E SRR RE (Per
Curiam) » S5 HAM 5 AEAEREH IR ENEED - FERFERERET -
EB P Mayo ZEEFTEILH B ERHEUERIREE » 2P FNZT77% SRS AT U

R EGFEE R A BN B EREE 101 R AT HFEEE® TRE - 2F
J372EA KA S Bilski 25 P £ 3 SRR R A DL > Bl 1 S b TPV BSBE RS > A5
o 5% SBIFTA J7 AN Sz SRS Y i RE M - NI e BB 1 2 55
SRIEHRHT® -

. ERrE AR AR
REH BRI R AR R - s AB AR - WHE W BRI 2R T

7% Supra Note 68.
et (2015) > Fif&EE 20 > H 42-43 -
81 685 F. 3d 1341, 1352, 1356 (2012).
82 CLSv. Alice, 717 F. 3d 1269, 1285 (CA Fed. 2013).
8 (HH CLS Bank ZX7E 35 USC 101 W] PEA|Z#GF 8 ) » =k - JLETHH
http://www.naipo.com/Portals/1/web tw/Knowledge Center/Laws/US-79.htm (/&2 /EH :
10/30/2016 )
84 Supra note 82.
8 Id. at 1287.
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F&MERY Association for Molecular Pathology v. Myriad Genetics 228627 th HI[#2 K74 F%
BALUETA =GN (BRVER] - BAABRSREHEES) » 2 TR s
oo RSB SEEA < (H2 PR BYEE AR B PR ER ~ R~ (MR T B 20 AR~
H RGBS S - AT AN &R R —THEE B R T Hig e SRR A
R © AL > SRS EBEE Mayo ZZHHE0Ry » MEZIE Sy T AU ERHIEER (building
block of human ingenuity ) | DAK " fRfa% b B e & e HoAE 5 20 1Y %) (something
more ) ;> JRR[IFECER L Ry B RIS LAV - thpt/aen - NEEE A SR
PES S KRIE RO T — B A% B 1 2 B ECE SRS RIA R R R — R e
AR AT B 5 o s AR R Fe R 2 IS0 - W& T BHAMIYES  (additional
feature ) » 74 J& DARART AR BL BB A6 S » SEEAMEIN B R &K - R4S
Gl A YRR -

FEFIETZRAE L > AR T 2012 4 Mayo ZEP AR HAVHIETTA - 18 RS
BRMIEUE P ASeHE R RIS ATy =PI — ? EEHY
a0 HIJEASE P BRAVHIER > BN AR FKIH PR T =(EfSN5N - B @R HME
75 ? JRRIE S g —(EEE KIER T ERE T H & - DUt e R IET S &
LIHErE—EEs T2 d ML (transform) S5RIERIAE |- (EHEER
HAPERRMEAERE R MERE D &EAbHEESRAE T S0

(inventive concept) ;> JRHIE =3 —(E LI EOTIF Z & - e LA EAFHE B IR

8 Association for Molecular Pathology v. Myriad Genetics, Inc., 133 S. Ct. 2107 (2013).
87 Supra note 77 at 2354.
8 Id. at 2358.
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G - EHFTEAEAR" BB ZE ) HEERSE =7 LGRS H g -
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(additional feature ) > ;2 A 2L E'E (r3G - WEORZ FAILA SR EIE % fh 52
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i EbTRe Ry > 45 T B EE % FaE RIARIIE P B > fisme " AER TR o
THUSERE ) TERRIRE P, T TEEBE TR ) B BT TR R > #H
EHARVER SRR GHEE R RFFHRE SR & B 2 B LUE R
JUEABA T > M2 A e R (2 H Y B 2 A 55— (B ilo i - S 2 2 5
SR o I B F 35 RKIRNEA JE PURFZ il R a8 b R B BEAE R MR350
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5. REFE PR IAENEEHLIEE
Alice EEEREM T —EREA AT B F - Hamalt &SR A DIRRE

8 Id. at 2355.
% Id. at 2357.
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AR BT RR M BGE VR I B FUE DA = A ey e, > FTA YRGS S AR A]
EREEC  MEAREEAK - R E BRI E AT R R AR E R A
ERE IR 40 N HIHY Versata v. SAP 285/ DB 7Y A ZE (-4 DDR Holdings,

LLC v. Hotels.com, L.P.ZZE5 Enfish v. Microsoft Z Rl {F Kk EE5 5 A58 -

>

55 —=TH Versata v. SAP Z&

£ Alice Z£1% > REG BV RUEZ 2] TIRRAYPLEL - FBAE PTAB 1 CAFC
A EAIRE AR T (S H IR T - 3 T ARZES M 4HY Versata v. SAP %
RIIEAE Alice ZZ21% - 4848 CBM 122 ZE ~ E5ffE CAFC Z1&AGZRN NHEARHY
&% -

(—) RPIEE
FEARZE > SAP ZORSEEI HA PG IEE BN HEIH A 6,553,350 57( MEES 350
A R FHAN) Z AN THE AR a4 F A Ry BT A Versata Development
Group, Inc. ( ' Versata) i - {EILEFEEZ o - SAP 58/ 3 HA fy—id &5
FiEEA] -

55 350 BREAINIFTA A2 Versata » HA4 Ky T B f@ e on S AH G ME IS 2 5 TMH
J77% K #g8 | (method and apparatus for pricing products in multi-level product and
organizational groups ) - S {[EZF I & {KIRE R E 25 (WHO - JREIEJj4HAR ) %
fEE(T7EE (WHAT - {5 ) » 85 WHO/WHAT £A8 © NEIZES 350 SEEA AT

%1 Rob Merges, Symposium: Go ask Alice — what can you patent after Alice v. CLS Bank?, Scouts Blog (Jun
20 2014). http://www.scotusblog.com/2014/06/symposium-go-ask-alice-what-can-you-patent-after-
alice-v-cls-bank/ .
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= 350 FTHEAFIRILICATATHY WHO/WHAT FAR T ZARAHTE R » i
ZEARLEAESHE WHO/WHAT FARFTFR VRIS ZEM - H7AS R (BJ7
&) LAPE (ARG 20w A — (BRI B4 ~ RAE il A\ PE =\ an sl - 1
Hrpy WHO B2 RIGAHAR B HIPE B A E R - EHERRARER T S EAVRE: -

[FIRH > R ERHAVBAE 2 7 T #EH 2 (H WHAT) BYELST - itk
TE (B AR B A A S B PR Rl AR 45 -t mTRE S ST 4 F B AR A B4 B0 LB
SHHIE TR IR (A EE® -

JERERTRREBVEE KT Ry 3K TH 17 DURGESKIH 26 % 29 < 3KIH 17 & T —RE
EEEN - MR TREEES 705 BE PR - 5E5KIE 26 HIE TR
AR AT BEFERIE 17 ZBIHES - ) “5RIE 27 % T OEFR
HEEEE IR A B | B o 55RIA 28 K T B REHU (5
FHA - BETHRIA 27 FrsE 2 IS S 2 BF - ) YEEORIE 29 HIlRy T iRt E
SHERST I B — A O B (RS 2 REE L BB ERIRRA -

() AbEEEGR

£ 2007 4E 4 HBF - Versata #2515 SAP {£35°350 SHAZHEF] - ZE(hiE A\ EHERE
Fr o PR ERD BRI R AIEE » M7 A4 TN - (HHER T H
filR1°350 BAMERE 2 FR - [EFEERAKEIR SAP ZREVEMTEF (post-patch

%2 |d. at col. 8, Il. 17-25.

%3 Id. at col. 3, II. 26-49.

% Id. at col. 20, |. 66 — col. 21, I. 29.
% Id. at col. 21, Il. 61-62.

% Id. at col. 21, |. 63 —col. 22, . 12.
% Id. at col. 22, II. 13 — 14.

%8 |d. at col. 22, II. 15-35.
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software ) {JRFE(E(R T REAEBAEHER LU S ERERN ] 218 E - #7750
[ ELARS -

SAP $1¥th 7 AR R A% HIH_E3F % CAFC » £ Versata Software, Inc. v. SAP
Am., Inc., 717 F.3d 1255 (Fed. Cir. 2013) —Z&th » CAFC 45 T REMSREH) A2
HARERVELSY - HEEE T T AB AT I A A SRS INE R - Rk
SO AR - 1

(=) PTAB FHHER
E AT ETT I - SAP £ 2012 42 9 F A PTAB $2H 7 #1555 350 SEHA]
(T CBM 38 2 5T B 2% A T EA oK IE 17 MIE5KIH 26 51 29 {RIKE 35 U.S.C.
§§ 101 ~ 102 ~ 1 112 {555 IHAEE 26 > JEANE A HAIME - PTAB 2 2013 £ 1 A
[FIFE SAP HYFREEA KALET$1°350 FAIGHLG T CBM 125 - (RIS E EAT AR
#E > PTAB 52 RyRALATER KRIATIE 101 AT 102 {fR.Z PP A & A rT A > LEAR
PTAB AL 112 fREEIELEF ORI - [N fy PTAB 588 SAP {fEi5 5w (ftiZ

HIE) EREZERIRE -

P2 MK PTAB [FAIERIR SAP Z55°K > JiEE 102 iR ZFEAIANTREY 101 fRZ
A o {£ 2013 5 6 H » PTAB MR DA - 552K 17 FIEEKIH 26 2 29 ARy
101 5% > st E A B o] AR BEH o Versata ZURFEEGHHERR > 7] CAFC {2
FE ST - B AR -

(IU) CAFC BHE4EH
R AR B > 40 PTAB INILZAE B IEME ~ &5 (B T 55 K IE#

% See Versata Software, Inc. v. SAP Am., Inc., 717 F.3d 1255 (Fed. Cir. 2013) at 1258.
100 /g.; see also Versata Computer Indus. Solutions, Inc. v. SAP AG, 564 F. App’x 600 (Fed. Cir. 2014).
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0

CAFC R EERTAE 2014 4267 Alice ZEFTTRHHAYIIMTAE - 55— HE
B PTAB &k 5B RIE 17 Fl 26-29 FEEFHS () 1 (o0 FHAH AR A2 LB B I g
Ry EBEHHSRMEE - 555K 17 f5R—EEERYITA ~ 55°K9E 27 f5F T EEE
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HIEN 2 F 35 KB R — MRS 21 - BT Alice ZEIMMTAMRAVE 20 -
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PR - ATLURRRZ R KA AE - B R — (BRI e 2  BAHAEREAVIE
H o iE(ESER AT PTAB BTS2 » L SR BFRA EFRABCHAIR - SZFF
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AT HRBG HAAE Alice BRI Z 1% > LANFIANZE — AR U HIERT © Je
MR Ry T SRR PE Z BTN SRS ~ B & BRI NR B S 25 > 2850
R Ry & #1) Alice ZEAL AR IR IHATEEAY | significantly more | SURFEFZAAMEE - 2

FIPREH R AG B M2 A 15— B MK -

100 ARZErh Versata /A H] T IRHEEA Y350 HFIE—{E CBM ZA] » RfE#H CBM 27  Supra
note at *38-39..

102 1d. at *66.

103 1d. at *67.
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RS FIEAE J75  EAAEIE -
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(— ) DDR Holdings, LLC v. Hotels.com

. FEEE

DDR Holdings, LLC ( T DDR ) {5348 % 8 175 155 AH A SR M T B AP
ZUNE] > RIS 6,993,572 5% (55 572 SREA] ) B 7,818,399 5 (55 399 5%
A Z BN SFIRER NS T ZHRN A — G E R RS R 7% » 12
B L I E S I S AR DR AR E S T A0 T DAE R —
(B4 HAS & TRAENEEGS - RG> DR EENELEN -

2. Rl

= 572 SREAIREIREBIER E A B TR E R R TR M T S
MR E RN — &R H - JRE - HE A — T 4EUE S Gk B & S E R SR ARl
NE > AR AT LUE B B — R UG 2 R R ARG &R W E et
EAR AL SR > DI R IR BRI 55 = U7 SR Huadnh_ BT
5 XS (R IR © 1656 572 SREAIEE KA 13 vl HAR
EREAEER BRSNS BT EBIMARS > &G RISV TR K

104 DDR Holdings, LLC v. Hotels.com, L.P., 773 F.3d 1245, 2014.
105 Enfish LLC v. Microsoft Corporation (Fed. Cir. 2016).
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(c) fEHA bR 21 C HAVEE T $ue B HIPRAIRIFTS 860 - 1 RkilEl—
AFTAEEZ G R — A > HEE (1) SRS TEEE - 2
FHFE IR FE ek iy — (B — (8 L E R E AN SRR Ry - aZ LRIt
FEFTER SR AR SR H B AIRIE AR (2) s Frim SR L E R it e 2R
NESEHEENMHAY - H (3) sZPrar SRR T - fEE 7B RIEEE Tt
[FEI e AL -

(d) FERSCRIRMTHY AR HHEEZE - By TR a 356 2 JHACHR E B HEE
FIE T Ry PITaR SE IR Se IR - mLER B ZE s sl (R R RAY T = - 3% B A2
i R NERA R EA R R S (1) BB 2 THIVME - AER% E =
HHHEERAVEIRFFEH 20 (2) HZ A s B g 2R — (2l S AiHY
HEEZE - ATERS 119 % ~ 365 f/k a K 365 fk b REISMESLHERY - B AR LR
120 f5& ~ 121 f5REK 365 {5 o FRAYSZEIRCF a8 HHY - A2 B2 ARARY 5 R =AY

FEg H A -

H

# &

(Z) A2 R
G AL RS SR O R 2 R A & o e IR - o
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WG » LA TSR O - SRR S 540 10

L RHRERAIE S

(1) EEHA] (patented)
MR ILI S T AR » V6 EL » (S BS E A B B BRI 5
YT AR LR T S - o E AR SRR B 1 - 2
R SRR R R B - SR MR B A IR 8 - B4R
B A ST -

(2) ECEFEENRIHE R 5 (described in a printed publication )
A S (E R Y E 22 S i HUSHY SR o PR 2 (S B AnvAH
B8l e R TN 5 P S iy R

(3) ABAfEA (in public use) ~ fiE (on sale)

FEEEENRRA > WM AR RE E R 2B E TR AE CHT it rIrE
JEF) - BIEOSENIRARRN (FIMI% S a3 ENEHEGL) - TS
SEHE A BRI R VAR > 2% USPTO AYELH S5 SR T 41 #10% 102(a)(1)
YEFSRIEE A 102(b) 2 EFAEIE » I A GBI R AR EEN 5 EEH?
INE 2 EFRME » ¥k 102(a)(1) 2 EFRBERE " HEAM 7= MmaES A
&S (otherwise available to the public ) | » B A 2 IS FEA BFEILER
ARE SRR AR E B4 - ANRIREVEE) A EHEH A BB RERHHIA
2 T > RIRZTEBhIENE 6 R EA R MRy -

100 B ~ )  (RERFHNEEEERBEMEIREEF 2 &) - (BORE BT ERT

) 1355 1 H - H 154-160 -

107 U.S. MPEP 2152.02(c) [R-11.2013]:”As discussed previously, public use under AIA 35 U.S.C. 102(a)(1)
is limited to those uses that are available to the public. The public use provision of AlA 35 U.S.C.
102(a)(1) thus has the same substantive scope, with respect to uses by either the inventor or a third
party, as public uses under pre-AlA 35 U.S.C. 102(b) by unrelated third parties or others under pre-AlA
35 U.S.C. 102(a).”

108 U.S. MPEP 2152.02(d) [R-11.2013]:” The pre-AIA 35 U.S.C. 102(b) “on sale” provision has been
interpreted as including commercial activity even if the activity is secret. See MPEP § 2133.03(b),
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2. HeMIBREIRES

(1) H07&=EA (known or used)
TEEEVERY 102()ARUE " NHIZREERT 5 - AR LARTAY A o &l 2 e (5
5B Ry A B (RARFE BE AN AT BUS YRS ECR (T - M ef LUEERYZ - BEARIE
{EGEAERTE T WIS > BT AT R AR ~ I - iy T HAh T

MRS Ry A RIERS ) 2 -

(2) F£5<EIE(A (in this country )
JFAEETERT 102(2)F1 102(b)F AR E —SL B (1Y 4% A= st RV E AR S5 BRI AT - 4
{EH ~ AFAMRE S - FUARIERR 17— RS (HARE REIL > EFERT
TERIRCATAYERE - GIIER S 2 B A 2 nrv e B & T ontt: » sz el
FE AR ES I G B G WY BRI RS (MR - B4 e & Ay
SRS E R R ELA R SRC e AR -

(3) #tHBHH (invention date)
SEHAH BRIV ~ B ~ 17/ RS ~ IR - DURATA (derivation) #&r R
T o EE575 102(a) ~ (o) ~ (QEPEHREFEIHE > E(@F(e) » EFEHFIoFE NS
HA Z R SERIRAN () RIE 3B 2R 8 R [ 55 B3\ AR {E S 63 5 B =i 7
TEIRTE Z BB NE Pt 1. [F] 5 2P SR S P B B i - AT A E (% - 8
HAHVE AR HEE R - CRIRIHBTE 102 FrstEry ARy E 2R AR

subsection 1lI.A. AlIA 35 U.S.C. 102(a)(1) uses the same “on sale” term as pre-AlA 35 U.S.C. 102(b). The
“or otherwise available to the public” residual clause of AIA 35 U.S.C. 102(a)(1), however, indicates
that AIA 35 U.S.C. 102(a)(1) does not cover secret sales or offers for sale. For example, an activity
(such as a sale, offer for sale, or other commercial activity) is secret (non-public) if it is among
individuals having an obligation of confidentiality to the inventor.”

109 P ERHA---—--H 156-157 -

110 22 102 aeg
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[ HUMARZAVEARHEEH -

HTE BB OS2 B
(1) HEATTAMAEH 2 G IERS (otherwise available to the public)

FETAMUEAER R H AT A T2 e S f A GRS T8k
ZHTRAMERIIE - R — R R STri i - SO ER AR ZE a2 -
{RHE USPTO HYFEAEAE » FIth T &RMEREFW™ © i IERREZEEATERSC S i
R G T AT RN SR ECEREHTERN | il B AR SR HY
5 iv. (EAPRAEES EARIGAVE T30 v REERCGEBIRE A —S5 5 -
WO ARV EE R E R FTaA 800 T RES0 L RARFTES > AR RIRAE LA =05

INFRFTS

(2) PArsE2¢EH (claimed invention )
PSRN AT e 35 9 » H5 BRI Sl SR E o 2 o F o B e e e s 1Sy 442 -
EAE— RIS EE E 2 0 - BAERIAE LA I FR e SM 8 2 FE A4
G (Hih D TREREE A B TEE ZER - BIAIR{E claimed invention
Z IEE » MEEA] invention » EHTEEEARIE 2R « A& oo rvia 0l Bem i A+E
HFHEERE R - FEA R T E % 3 IR R FAE R Cie ) FHaE Y A B
ZEERE D AEE ISR T2 WA ) SR P e 2 ) R S 3 BRI

111 y.S. MPEP 2152.02(e) [R-11.2013]:” The availability of the subject matter to the public may arise in
situations such as a student thesis in a university library (...); a poster display or other information
disseminated at a scientific meeting (...); subject matter in a laid-open patent application or patent
(...); a document electronically posted on the Internet (...); or a commercial transaction that does not
constitute a sale under the Uniform Commercial Code (...). Even if a document or other disclosure is
not a printed publication, or a transaction is not a sale, either may be prior art under the “otherwise
available to the public” provision of AIA 35 U.S.C. 102(a)(1), provided that the claimed invention is
made sufficiently available to the public.”

112 35 U.S.C. 100(j):” The term “claimed invention” means the subject matter defined by a claim in a

patent or an application for a patent.”

WA (2015) > HifEEE 20 0 H 158
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(3) BEXHEEH (effective filing date )
FESCHEEEFRZ T > AR H SR AR Fran 2 N SR G B A=A
YRR EEA R EE H Z RT3 1M [F] SO SRRl - 3% a3 BA(E 1]
REAN BRI U TR 2 R - A EE H— R EIRHEE HER > H40
SRFTER 5% O o] DAY S P (B S RE SR R B S - AT AR s Bk Eie

AIEZ BN -

(4) HrMEER] (grace period )
HEZRSEEIAE AIA 1% » FEEFIHIEE EOOR e £52 0 281 ATA 7R TREE H
OB R (R R )M DR R TR B AT AIE - 118
EAVEERA - RS SRR RS H AT — F N R Z AR NS ME
MBI SAEENRITIY) LB » BUERIA Ry A BRI B - &~ il
EHAHTHRANE (TR A NE RPN E CEENRENS = « S0 kg

IR ELE 102(b) ©

(5) fRIBFLEimR T E LR HER A (common ownership under joint
research agreements )

HiE 102(0) T E RS FEIFT ARV HBIARE - FEHEAEEE AR 103(c)2 fFRETAR
JE > AT R Z B E BRIV E N - (E S EISE I A RHR TS B 1 SRRy
BB RNV RHITT Fy » SIS HVET 2 3 I E A5 BURAY EHR 52 i TR
FAE S - Wit fES AT Z e T S5 E B R RS R G e H
HMIERERHMH BRI & R - AR TS N HU(E HIFE R ¢ VAR g 4 e R
RZ 1T AT RE R Ay BT A Y B -
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55T, HrFEAMEZEN] - Blue-Calypso v. Groupon (Fed. Cir. 2016)

(—) EPIEE

Blue Calypso & —Z 8L CIHRTTEHAE] - BEhamhS e 0 FI & FR% » $Emimn
REFNESR I R U A, « IR A M BB & H RS E CRIARR - RAIFEIERTEE
PRIt Blue Calypso #2548 H A£G » LA EF4ERS XOE - 1258 75 TR L2 P an Ry
EEBEZET] P EBENE 7,664,516 57 ~ 55 8,155,679 5F - 55 8,457,670 5% ~
5 8,438,055 5ELUKER 8,452,646 5% (55 646 5% NE A FHA) - {fii Groupon HIZ—
FALTYZIIErRI B - i e SR TR SR R oM B o] LUE B4 ERR
YD RE B A TR G G R T B E SN - 1T B - DMEE 2 RS AE A A A nE R LAY
MR R G YR S AR A B ORI B2 Gz rs AR AR & T -

Blue Calypso 525 > Groupon H £ EfzHtA R A EL L pE i RS
= A P B B AR BE AR TR EEE © [NIEE - PR Blue Calypso 55>KiARE
Hiz GROUPON HATIEAERE ~ (A ~ SHEBEde it R Em MRBIRESEE
IR A T HARE T R EfTHRE T (E 1 Groupon RIISIEAEEEL % TH CBM F2F7
Pk Blue Calypso FYEAARE » 5 B34 CAFC 1% » CAFC Jit 2016 -5 #)
A

RER R ZHAF K BiE CBM ILFAE ~ R FHENEGENS 102 FRH#H
Ve~ AR 112 REAEIHE Z NS - AUt ra (B st A R 2 ek

ARZE > Groupon FykEk % (i# Blue Calypso HYEEAIA M > f2H T CBM f2f7
MAEPRE S F H AR ST A FIERTER Sy - Rt T — (& Wi G RS E

FIHVEERZ 342 (University of Maryland Baltimore County ) &l ZE#% % ( Department
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of Computer Science and Electrical Engineering ) #/f24E Ratsmior iy & (N &
FF) » FR R ANER 2P R EAA AR A ZE M E - RS SR
HrRA M T AT EORAY A RS (public availability ) ?

(=) CAFC ZH[1

1E_E5FHF > Groupon 35 KIAREHERN ISt PTAB 2 RE » PTAB 3R Z2F oL
FRENI R T S0 & U R 56 B il A 2 5895 5 - 71 PTAB 25 EH & E% > Groupon
LR FFEHEERIAME G N R F AR T 2RO s B S - N R &
FILFA] LU 3 — (A A\ G E AR S HUS: - 1fTa% 48 HHYEOT H B A 2 3 S5 A
HYEER H Z A1 > Groupon 8. Fs 22 ST & 102(b)AYENRI HiRSH - {2 PTAB AIIFE A
B 2 F 0 A HEFAE A48 | > Groupon FITREAVEEIE AR B LB BA AR
QUGN 8T AT S BRI R A LASE IS 102 fREES 103 FRAVA
AR o

CAFC FHUIGFE 5 AR BRI E =R e F e EF E N 2 Z BN G
LA Z 56 — B i BRI & A 80T IR S (5B 548 - Bl —FE
TEAERIR 24 T H $ R R I 2 28 EAYsRS0  SEEAARAUSE S 1 T
Bt A 408 H kil - (B DUEENIEE#EIT 088 TR ERE 2 SHYEE -
A%y T BARESR ) 1 ZTER T BEAEER ) (95 RETRETE I - HIVER
BEAFEEREZA LA SEAVES T - RS EIFEEH R S B sl E R
ENSFER] -

W

il

IR T BRAE B GEES HIIRF X > BT F 2 am ey e B U — 20 58 S A e F BT 2

114 Blue-Calypso v. Groupon (Fed. Cir. 2016) at *27.
115 Hall, 781 F.2d at 899-90.
116 Cronyn, 890 F.2d at 1161.
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MR — B2 EERES BA AREUSM: - £ 2012 FHY CAFC ZEff Voter
Verified, Inc. v. Premier Election Sols., Inc. 229 > JAREREE—1{7 H A HHAEES AR L HY
BZRE MR EA A REUSENTN KR 48 R R L% A L
B EE2 B B E G RIERY - 1 HL[EINE A 32 A RE S R th# HERAE 3% AR
ot SERZ FE T - SEABRY DRz SIS LD R A R = S (R sl e R 5 |~ EAHT

OSSR » LRSI FIDA B ARG -

[BIFZ%E - CAFC [/ PTAB (928 » 32 % Groupon A2 2 49113
SR LR AT 1153 T TR B T KB 2 o fHE critical
date Z FIRIEAFERLIE o RIBE{BG 5P SLPRITRELE critical date 2 FTEITET HE (8 A
AEETIE > Groupon FRAHEHE IS 22 Sr (00 O ORI EL RV ; IR
Voter Verified ZHAEE » A2 i/ b 38y B sk 2 BE S 2 A M5 DA £ 13
B A E A B A R — AR A
5 AT AE S -

#IILE > Groupon LREG =5 [BEACHRE 2 S FAIALLE - (EE T HEAE F M
HRHEE S [ AR N H AT TR S|~ 18I S F ol s [ 2R 1
FlAy&tsm - N AEHBIACERIT S - WA ALE critical date 2 Fiffs F A (LT BH 40
BT - AR SR 2P S B [ A H ZECERATAE -

Ry 1 RGO R A LR AR S (A 27 S /F Ratsimor EOKE
Z &R} > Groupon $2H T —J Ratsimor MIHAt &t T [E(F# Atk SCE > W6 E
SRS e SR L (A B R R & R TR B H 3L - CAFC Hl PTAB ZERRFHIAREE

117 Voter Verified, Inc. v. Premier Election Sols., Inc., 698 F.3d 1374, 1380 (Fed. Cir. 2012).
118 Id. at 1381.
9 H-35EE 75 (e-commerce ) FIBEETEEZT 5, (peer-to-peer marketing ) ©
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By THZTE R (research aid ) | AYTFAFHIMEREEETT AN R EUSME » {H PTAB &35
Groupon FTE A AR Y SCEH - WHZ AT [HERFET Ratsimor HYER > &£
RI{SE 45 S i 2 M B 25 S B R R B2 LD R BERA o RS 4 i B R AH B R -
AR Ny e S e B A D e S A e N PN

At CAFC [F]7E PTAB HY R - 525 Groupon AT thY RO RIS
Sy it BRI 2 NRIEERFIARF T E ZERVEE A T« FEE
Groupon fiEEBREGREI P IV A BEUSMEZ T JEBEEL ] Groupon Hfjjt %+ 5
& SOFr MR £ 55 -

(=) /&
BAMERIRFZ T > BB FTRE RS Y BRI S - 8k T AR
M RTER e Z A > BN TR A 1 PTAB AHRBEAE P PRE A A S MY AR > 4T
BRI T Bt s B CI SR IR0 % - A - FRIRE A REEr
JEFHIRIZENTE - AEE B ERY PR > A RERREIDGST -

=28 $ 103 o b el

F—IH B 5 MR
SE B EATARA I B 5 SRR 2 F R R 5 R - BUEAESS 103 157225 BEPR
HE 1952 FFEEEG A IDERHGOUE - HEERSE AP AT - £/

120 Bryckelmyer v. Ground Heaters, Inc., 445 F.3d 1374, 1379 (Fed. Cir. 2006).

2L AR Ry 0 A T HIAEIE G R B A F] Ratsimor FAHI(E MG H LS - g ARE A
122 35 U.S.C. § 103: A patent for a claimed invention may not be obtained, notwithstanding that the
claimed invention is not identically disclosed as set forth in section 102, if the differences between the
claimed invention and the prior art are such that the claimed invention as a whole would have been
obvious before the effective filing date of the claimed invention to a person having ordinary skill in the
art to which the claimed invention pertains. Patentability shall not be negated by the manner in which
the invention was made.
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HIATHE 1851 FEZEHHT TFHEZ ) Hotchkiss v. Greenwood' » H A1 7R HUFSEEF]
SERHELSC IR VS - BR TR BRE AT HoAth =4 something more ) |
— R R R AE ROl E B AR - JRRIRIER S 102 RAVIETE - (BREeH0S
B Z B HEVALE IR EL 2 S0y T BV (qualitative advance ) | -
DA% T A IEE M o AT A AR BT 5 R M2 e A e > KEL
DA Graham Z€ ~ TSM 524 - KSR 55 = (HEHZEAVEEM - DUMRF 482 -

(—) FRSHE

SEEIEANES 103 (FRAUE " Aran 4 IHEESE 35 US.C. § 102 52 =45 #s 2 1B
MELUREHGHR 2 > FTas S W B RROITA] 2 22 52 - TERTRR 3 AR EE H Al > E A
Bl ifo BB A AR R > AN/ T B » A DAR% 35 3 Z 3331 5 =
TEHATERME « 5 HERSCATAL > Hh iR PRI AR TESR - FRCASHIERER
NEARBRHE » 18 RS- 2RI R R T BT A RS AR -

T TS T 7 5 A A e o — B R B BT 74 1% K2 B (hindsight ) 2 > JRE[I—
SEO5ER I B HACHE R & BRI S M > 2/ 00— DL BRI ZS - ¥ H
A A Z SIS HEAHIRRE A R > I HRRd (R RS H &K (BEERAY
Fotgesisi T > AR Al R i 2N E S8 AR - WAV 72 RO s 22 R e (L3
1 LI L BAREHE — 380 » 5% 33 I H S8 I 52 ety ml e 28 i 2 Bl - (B 4E

REERAT RN AR ioHyEY - ME ARG TN E > Sut—REZHZ
CETE BRI PR B A IO B AR e R ) 27

123 Hotchkiss v. Greenwood, 52 U.S. 248, 265-266 (1850).

OENERE - FEFK (2011) 0 EREFDE ERVIEEM SRR - HEMEN S > BIE 0 B2
Hf > H 50-51 -

125 FLE(E (2005) 0 GEMTEREFDE EZIEEMSAEEAS) > HEMERAT > £ 84l H
132-132 -

126 peter S.Canelias, Patent Practice Handbook, p6-3, Aspen Law & Business (2002).

127 FopfE (2005) 0 miHEEE 126 0 H 132-133 -
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(=) Graham v. John Deere Z& (1966 )

Graham ZEHYHRTHEH > — TR & RBIT 5 79 F— AR M E (question of
law)?® 5 BEARTEERF A EL - USPTO {E3 & —SHHELHES 102 stk
TR G R FEE TR MY 103 ZIRE 5 Rt - (BHGEEENIRRAEERT -
HHEE R AR (A BTSRRI BB -

(BRI~ I RREITTT S R A > SR B = A BeAE A R T U5 e A 2R
FEVYIH Graham [NZE %25y BRI RN 2 AL AT ERVEATARANE » (B15%ZEN
R—IFREE A

1. Jepidsil Z #ElE R NE

FRRHIT Z R VR AY AL AR PR BRI B > ELRT IR AE 7 E AR
TR Z AT A AR gt - & AR R T B Rk B - SRR 2 75
T L B R B A B i M LS R BT 2 MM Y B B AR - Do — k(2 s SEAii g
AR IR (analogous ) BARHHY (pertinent ) » Z5 B 2 2p 88 B IR BRI
il eEitey, » IV RNERS R T 2 A MEARRA s (E 38 BT AT v 5 [ M R Al
SR G HE -

BEAh - FESeRTHlT o AT Es < atVis ¥R (teaching) > B1E 1R (forward ) Ed
S (away) o A GRS R ECE L Z o B e LUIRRGE 2 > SRR E i
5H - DR FTA IEH ~ R E 22 E RN B — R AR SR 2 FlE
S

2. JERASEL 2B AR IAR 2

T2 e AR Z #EE 2 1% - $E AR RS S P BRI Z P A2

128 Graham v. John Deere Co., 383 U.S. 1, 17 (1966).
129 ld

B0 FLE(E (2005) 0 FiffgEEt 126 » H 135 ¢

B R5E(E (2005)  FifEEE 126 © H 136 ¢
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ZERRA DRSS AR REZ NS - &6 AN »
GIERAE R — 2R o Al e E HE M (S 2 R BRI
73 > B RE FRATAYR R 22 BB Ry — 380 - SR 2 R s RS S R -

3. LB B KT -

PR KO ) CARC #HRHE—SeRES T 2 % © (1) A
HPBEKT © (2) PEIT A NPTEE B | (3) BHR R SERT G
BN 1 (4) ORI LA § (5) it 2 AT + (6) BN B LA
> HEATR

4. EHEMEHIETNZE™ (secondary consideration) 5

I < BB IR 2R - W] LAEE Bh M e e 1% R B - A% 3 B s b
YR (commercial success of the invention ) ~ EHIFERAYHE (satisfication of a
long-felt need ) ~ ftir A FAfE L [E]— 5% 27 28¢ ( failure of others to find a solution to
the problem ) ~ it \¥§5% 502 #)E8 (copying of the invention by others ) ~ “~EETHIY]
HI%ES (unexpected results ) » DL ERZZHYVE%E (expression of disbelief by experts )
S HrP R S | B s AR DR R KA E (R R —
Tl H R AR iR ) %0 .

( =) Teaching, Suggestion, or Motivation {2

132 Fnvironmental Designs, Ltd. V. Union Oil Co., 713 F.2d 693, 696 (Fed. Cir. 1983).
3 ST AR S 4H G (EEFNEA S (FREM S A BYEN - FINsEREH
JRARAR R EB A TARARI DR » BB Se ik TRl R (FEFUEREA P R (T S Rl 38 1 U7 1 4 St
17 AESME AR ~ ok T RIAFEEAVRIRE - BCRIEERGE LAV - SBUER - (SHHER]H#E
HPEHAEREAE ) - JLSE R ESR -
http://www.naipo.com/Portals/1/web tw/Knowledge Center/Expert Column/PE-108.htm » F¢14 2|
HHH 2016/10/30 -
134 Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966).
135 FopfE (2005) 0 miHEEE 126 » H 139-140 -
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http://www.naipo.com/Portals/1/web_tw/Knowledge_Center/Expert_Column/PE-108.htm

FHFYARER o3 S BHER S SR Y B INEEABE Y H a8 A Z S5 IR
Rkt B E AR - a5 R e G sEE re i Sy i [E A S R A
B E A S AFTEEN 1% R I TS E T SRR 5 RO - itk CARC
Als T T HoR - B EE ) Al (Teaching, Suggestion, or Motivation » TSM)
s R TR 2 R ) ARG IR R 2B - RIALIZKE R USPTO F& s
Al - EXUTAEZHE RS E BANAS 103 RIEREIN 2 RAEZ ot 57k -

FREZIE TSM JIBATG7% - SREIEANASE 103 (RETAREERIRET 2 7%

1. BLAE S BB R 2R DL ERY 5 RSO R SRR - i L5 (565X
GUEAE G BB HVE AR BN S [FES AR B EOR » sB A — R EZA
LRYRIERATIR ILHVECR A BN e @ (B TSM) > % g
PAVACIRA = © (DZFIHRTIER AR ERERHE - QSR BorE © U B)A
% 5% TS RO g 4 R ORI  MEAE LR B AYE - B SRIRTER
i< 2 3 R > AEE S BB RSN » T DA [EC 5 8 A RyB -

2. BNZIER B E 0 &M A i 52 (reasonbale expectation of

success ) ©

3. SeHIRrsCHA G HAEEOR ~ BREEL I - EE NN EEY
IR SRR G 4 am KIAFT A VR RF U ah > TS SR SE A8 S S
SKIARRAITRE - AR S B G IR D) 2 " 8or ~ Baiei@htd - &R
TARIA SRR PR - TN Rk A SR 35 5 CAEEE™ -

136 THE K > ( SEOHEEAIE D M AR R A ) - JESERERR -
http://www.naipo.com/Portals/1/web tw/Knowledge Center/Expert Column/PE-108.htm » F¢14 2|
HH#HH 2016/10/30 -

B [EERE
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http://www.naipo.com/Portals/1/web_tw/Knowledge_Center/Expert_Column/PE-108.htm

JRREAE SR IR A S ER AL TSM HIEUE > PLAIBR 20 & B FREHI 2RI
st IR SAMER RAVZEEE - % LEFES I HEEE ML ER5 (RS
% —— BB RS RIAN T SRR AZOR » B e A A
SR EEEFHEIRYENT - DISEHTH SR SR AER KIS B S K1 I E AR B R K
RZHER R - EIE—FEEAIE 2007 Fagm ARt KSR FREFIPREL -

(P9) KSR %
I ®FEE

KSR A EMARBIE A LR - St —E nTEa S s CA SR -
A% BRI PR A KSR 2 B] 5 SRS B e ] < Bt s H SR A5 6,151,976
IEER] 976 57 ) © [tk - KSR ] Ry A 976 SRHVEHR AT B AR - 1 Ry L
AT — AR EAY ROHTES -

Teleflex /%] {% KSR /% FFE R BB B A0 S ik 2 3 = i e > L Ry SRR 28
6,237,565 5% ("NHEA] 565 5% ) ZHBHEAEN - ZHEAL " BAET AR
etk 2 O] SR B PSR AR RT | o Teleflex 2\ E]4E1#E KSR A EIRAFAM h0A BUHIES
Z B EEE TR 308 KSR AEIREH 565 SEEF - ST 5 RIVER Ay AN 22 4 BEFTTE -

2. meEnABA AR
B e At —BAAARIEE F Graham HIETARIZ BV - Woal Ry EARABCA FERZ A
Pze ~ BAEAY T AE R ERAYHETERT  JRR1 CAFC B 1rfY TSMOEUATE A F
FAEREZE > R CAFC ’—feME R A R B EHVAR E A T A - B PR T
B SRR T AR > (BIREE R 52 -
a e ATEAZE TG T CAFC AR EE R FTUAY USSR -
(1) CAFC s8Rk M BEHHEEE BT R EAHHE AT I - &E
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e AR RS T SR8 b SR 2 Sk o L ] 7 SR B R T RE TR Bt T (4 = P ok
ZITAHVEE > A ERNZ SN BRI A& RN SR MR ZH S
7 B RZ A RO A 2 S R BT S A0

(2) CAFC sl el g R R 2 B 8 R (2 & e (e AR [
REPTEE T 2 SRS iTR e EEA B A e — L B A SR AlE Iy
A A e A -

(3) CAFC SR AREELUTH ZH S HIE T S5 - R LEEIHEA]EER
H RoBEIT SR - e BB IEE Ry E A aka T H K EUE M5B D /A B L R > HLER
FOE AT FHEA 2 S 5 8B H A IRIRE > B 18 RGBSR AV RTRE [ N A
B R SE s E AR R RE « 35 H n] EEHERRY R - RIEZ pin vl g~ BA B AR (£
Fy—FRRT e i S -

(4) BRRRZH > e Abid BEEAOK BB e 8 0 & B2 PTG Ry
il - MG ESEEHKER @SR ECAER] > AR & ZEIATHIEIE -

3. _RETE

AT AR SE R BN B S Abeee Ry Se il h EA T Z HE = AT & IR
GYRIMEZ 3T A REEIRIRAE TSM A B BN EZE(L 38 A2 TSM
felliAE CAFC RIILIARRIN AR eRiEdrth ERTiE 2 HESH 2 A BE
JERIR ~ S BGRE REREUR TR Z BorH G £ — 2 Btk eiE
shiRf 0 B KA RS ERIT AR -
iR = AN 2 SR IR S I ERIP ISR & 17 » TSM JIEUATEME—F ISR
A (&P MERmm BB ARE PRI AT ] Graham ZK RARHVEEES |

MFTHE CAFC B 1L6Y TSM el - S HIE G UE B lE: - R e REE A A E

B8 EIERE - TfERR (2011) > FifEEE 125 > H 82-83
0 EIEE ~ TfERR (2011) > FifERE 125> H 83 -
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\

75 5 B SRR ELIRBRIT S 0 M fss R e 40

55 JH PTAB Ei CAFC HYEHIM 2 RMEZEB] © Unwired Planet, LLC v.

Google Inc. ( Fed. Cir. 2016 )

(—) EEE
FHIA S EARS ZBHTA S 103 REEI 2 M 2 S E RS T TSM 24 | K KSR
ZEZRWRE PR — B0 A B E A B ABRES NRATEICIE AR B
SRR 5 MR DI - AR 2 B SRl ilr 2 e E T N ENM 482
Z{ > By Unwired Planet, LLC ( ~7 Unwired ) 1 Google Inc. ( % Google) 27 fif
YT > Google £ IPR F1 CBM 127 » BB Unwired ST A Y S5 H A5 7,024,205
5% CTNREES 205 SREF]) 55 1-6 JHFEOKIA 5 ififE PTAB SUE S 205 SR AR 5

FLMEM RG> 1% > Unwired [A] CAFC $2#8 R334 -

5 205 SREF 2 ARy T DUE L RS Ry T Bl ih iz 2 s ) - Bt T — (B
SR TT A B RV TR (TP ) mT AR MR HA T B 2 {1
BmPErrEny SR (AEEERAT 2 NUhvh ) - ARG AR T 20 ARIR
s T RIE IR P T s S RV E AL > B0 T S BT RE R T B
SHAMAETRIEEEH , 12 -

B [ERF - FEAERAIE I T =G R g2 5| T s B R R R
JESR ) FTsc 8 JER AT E DU TEERAYIESR | B8 Tz 4R A e L

1o EREE - F{EF (2011) > FifEsE 125 0 H 84-85 ¢

141 K22 UARETA CBM F25 B VS » ITIHEFREE » 552 Unwired Planet, LLC v. Google Inc. 2015-
1812, Fed Cir. 2016.

142 1205 patent at col. 2 Il. 18-19.

143 Id. at col. 8 II. 35-36.
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JESERM - IR AS I3 0E B - (B E R P E G YL Ros TR BT S 65 R

H °

HFAARIE T B el R0 (8 &R L TS AR P RO TR B AV i B A AR
UL A SR P BEAE AT HoAth AR T - (52858 P 5o B e SR
JESE o TLEARA S > HEPREAERAF NARIEE] - ERMRLEERER &
BT ) BRFA -

REEH 2 T B HRA A SE ARG I 70« A SORR BT o H iy RS
BB 25 &k (secondary reference ) : F Wilbert O. Galitz's FiEHY ( EIEEHE
PR FERIBIRTT 2 AFT) M (TR " Galitz ) - Galitz St & 1/ Hiska A A
BEBEE T2 A MBS e BB AR E R B - Thatm T BiEhE
PRI RERIIEF =0 BRI AN - Ho A REia s I I e A E
RAFFIRESE I TREME®

(=) JEbe R

P Galitz 7R PTAB 40 ASGRIRMAYEEE > Unwired f2HHTRREL Ry Galitz
"ERTTE AR B S E AR - E R R ARG TR 2 B E
HIFMmE » B ms—(E#ERE - | 78 CAFC A REAZILIERE » JAREAE 2 EEAY
TR BRI 2 RIER (1) JepifiioZ & i3 A FTiess 2 Hisk (the same field
of endeavor) - [FERREAYHIE (the problemaddressed ) 5 (2) #JF > AISERTHRfT
B BLEE I AT K 2 R E T RE S & AN (reasonably pertinent) 4 o Bt DUFEAGR

144 1d. at col. 8 Il. 46-52.

145 The Essential Guide to Userinterface Design: An Introduction to GUI Design Principles and Techniques
John Wiley & Sons, Inc. (1997))

146 d. at 120-21, 255-56.

147 1d. at 256.

148 d. at 32.

139 In re Clay, 966 F.2d 656, 658-59 (Fed. Cir. 1992).
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— R AR IR - FTEEAE T R PRI ATR T 5 #Y HEY (purpose)
B0 MR A SE R AT RHAMEEEAY - B2 RE—(ER AR - B
PEESER T LA o S5 AT 5 R B [ B 25

CAFC FHIGFF Ry - 55 205 SREAHYELIL AR SELR A RS AH R R Ao
> HAWZOR 7L B BRI PR R B (E A 1T B R B BRI 574 - 56 205 5
B T RFSRE n] LR AR R e R AR BT - (TR )
FITR R - DI— A% - s S S TERIEERT7E ) 9% - 5 205 SRELF]
A—(ER R AR - LR ETEEEE EEURIIPE G > H T Al E iR
BET A ERIGRMAZCTER - BIAIET R HE A SR - RS PR ~ (B

R 15

Galitz B R — 2B ALE A E T EET WS T — =S e
IHRY BRI B ET - EEE AR LR BRI A AR B 2
S« BIANANERAERRE itk | B > fERZ DA — S BRI N2
FREEFTTRIAERIRAE - 02 " - IN-ERR SR | - Galitz B — D ihatsnm 1
AAGEFERFEEIE 24 (operating system ) SEERFG AT E - T G AMAVEEE
o HARA SRR R R P ISRV E VRS o ARV E R -

&F LAt » CAFC RUE B (EEEREIH T Galitz 255 205 SEEFIVFHURTE:
il o B P S A PR 3% AR S > H S s SBIR R A Y ] BE S ~ B
EECHESEE TR EESE - fEAZE T > Galitz F155 205 SR AHE B R
STERIEY - Hoor Galitz tHZEEIGALERIE/E ~ 56 205 SEEMAZEAL ERABII

150 d. at 659.

151 ld

152 1205 patent col. 3 Il. 15-18.
153 yd. at col. 8 Il. 32-36.
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T > A2 W (T Fe e R o B R A SRR T E T I HAFTE R REI AR
MBS TEER T AlEEEt BB B PR R R - A0 EARESHY A B
MHRA - [ER - — B A mEE R e 2 AR ZE LA s TR A2 e A A s Ak

(IE/E5 205 HAESIHEEFANFFIARE L —)  IREHEE XA Galitz HH
[ RIREFTBAR AR R T < S8 CAFC 0% PTAB 2 HlET & AT ALAT RN > Galitz
FIEE 205 SR EREAHERYEEL « ifi EAIG AR AR B R &R A S E

MR > S05E Galitz 256 205 SEEFGVE LT - °

EARAEARZE T > CAFC a7 HAH e iy - Wae A Unwired HYEF %L
Galitz FEYRBHHYPERP 77 Z BT T S —(Eemidfaints - miEEZ e —(EES
Rl H e FIREE M AGE S R30S - [RILEA%H)PR Unwired Y55 205 SREF]
DRIEE T 2 BT 4858

(=) /N
H EAZEBIE] DARIE - GEBeRE T (1) Sepifdin @& i S AFTIESE 2 S0k
(the same field of endeavor ) - [M3ERRERYES (the problemaddressed) ; (2) %
> RISe R i A B3 I AR ke Z s aE RS S BRAHRE ( reasonably pertinent ) |
WA ERH R T SRR 2R A RIS R - RIS AR A R RE I AR E 2L
HEAR TITENEE RS ) M0 T aEt R EEICARAEFTHEER o B R R T
hbeE S bR ) < T L - AIVE T BB A s BRI L e i A 2 B LA
7255 103 fRAYEF I AEAY -

154 Unwired Planet, LLC v. Google Inc. 10 (Fed. Cir. 2016)
155 /d
156 |Id. at 11-14.
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¥ & FF£3F # e (Claim Construction )

S DRI [ A ~ R R 5 A R HLBSTAGS SRR R T 0 B Y] -
Ry B 5 BN [ o O (E T 1 4 22 P RE A AT BERRA S 22 B ARy SR R/ -
EieE R mAEE - BORERE] - WA BRI AR R R IE R E LB EIE
FEAVEEEZ P - R - — AR FIEREA 2 WS B & e AR E S o T st -
BAEY > StEAE AU — 3 C A AR a5 EAE B (F K& 7R AT
BB ERURERIIEE -

1117 EF 3 SR A ] T AR A A A el 5 ~ e ~ S — R
REHTAE EAIRE] > E LB AT 2 (R OCE 3 HR oF T A [ fip e 5 R T T A
BEEFRR A E T - BRUARR RSO = (iR Eir e 2 B BRI SRR HRU AR DAH]
REGIRIEZ R 58 s SRS K IH SR E 2 R 2 SRR - SRR RY
HlEr a2 g Ret 3R ~ BIEE T -

F—IH FE AP A BRI R

AL EREA S TR R & B PTAB HYELFI 5 R IE Hu R e » Hopr
PREVA g RE )7 =0 BT A & PR R A2 48 ( Broadest Reasonable Interpretation> BRI) |-
HAF AR R T3 AR G P2 L B SN 5 SR s B o AR FE R R 5 =X
I B AT A G AT B E R AR AE A A [F] - BRFRARe 2 ke i DL 2005 4
CAFC #J; Phillipsv. AWH Corp.Z f{{3F - —f% T Philips ZE - Philips f2%E
A BB 7 2 AR R BT B AR SR I H 0 B R A ARy & DA BR Rty <H i
FIFRF K A= (aperson of ordinary skill inthe art) {£2:75 HFIHEAG A AT
it — 18 R A AR SR S KIEN A ot — 7= BHE S R R AL AR i A L 2R Y BOR
HERAN 2B - B S i S ER AR R AN Fridss ~ fE g ieox -
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EERMERESTAE T BARE A SGETE A B RS R oAy
FRE(E# % AR EFEHAEREE T © ({B7E PTAB MBI > WS BHY ER,
R BHETERNM:  — B ER B CRYS AR nJRER(E A ORISR A
JeRifcER (prior art) HYEEES > [MEEEERY o (HETARMEFEAT PTAB f2F7
{E HEVAE e S EE AR A SRt (e PTAB STaAPE ERIZIESHI S AR AAE
ERRFE R Z L3R ¢ PTAB % A£ A BRI (50 FH BRI AR —2CZ Philips £724E

R AR ERAY Philips 7248 - E I LUTAYEDK

1. % FHAEFRIAMRERE - LIS KIE P RS A S8 STy Ry 38 Es - 558
KIANE ZEFE - MEIR T BB R s il 5 s 20K AN L ESH B
NE NRTE R — B R -

2. FRELZEFIN - 5 KIE S T HEE MR Rl S Pl A i A (AR R E R
AT KIE R AR T SRR AR S E 22 Z [EH AR - srE R T
SEE 7 (general purpose dictionaries ) 7 B feifE 5k IE8 -

3. FFZEMIT » HRFFHERETARINESE - #UF L EHE BARRERI
LR R P N A S S B B R A RE B AR S TP - BRIt
B B ERE B EE AER K NS IR 5 72 (immediately
apparent) - DUREFIRE N SCFHIREME A _ BB A E BRI VAR E Y 255
By N RS LR AT B B s IR oK N sz S FIREE RS I 2 &
st (public sources) - AU SHACH GG 2 F 5 KIANE LT A S « HAERY]
& (specification ) FISAHEE#AFEFRE (prosecution history) » DLR K FHBARMER

137 Phillips v. AWH Corp., 415 F.3d 1303, 1312-13 (Fed. Cir. 2005).
138 Jd. at 1314.
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J5R B ~ AR ffr FH S e R RO BRI RIS IRRE 2 FA S MER 56 12 (extrinsic evidence )
159

4 E—FHRKEFHEESANHEE ST T - BEFERIHSEE SRR
FHEBEER REER -

5. @EML - FEHERAIE BRI AR A SR - HIEE R
BAEEMERE -

6. EEERIAS T H A RE B AT & B A BRI 2 fRRRas IR - R I R
GEILI0 .

7. {E#EPIELEE TR (intrinsic evidence ) REEARRE S Fa5 KIASCFHIEE - AIIATHT
safMEfES TR (extrinsic evidence) © AMAGESIRE SN BINEFIAS BN HFEE
PR HAMSEA I o AN3EHH A5 - BRSO A

8. FFHHAE A BT R R BR SE B AR R AT < 28T - ARV R TN - &
JEE M Ak o PRANBLEL R N B0 818 (B OKIAN A ~ BRI E KBRS R AR ) AT
B RSB FTr & 2 AT A S 5 s -

H—FENE IPR 27 LRV — 352 Garmin v. Cuozzo (PTAB 2013){E
EFFRHFER L — A EFTE CAFC Z1£]% 2015 F{EHIH] In Re Cuozzo Speed
Technologies, LLC (Fed. Cir. 2015) - Hf% » EE(FF = AR 2016 4£ 1 A
I BRARZE Y BT PTAB i & S B R IR A TG KO Z sl E i R &
B AR s AT SR E R —1% B EAEIE 6 HEdE > 2
RS INME L E 4 IPR BHEE R 2R ANE A -

159 /d

160 /d

161 1d. at 1315.

162 1d. at 1316.

163 Id. at 1317.

164 Id. at 1318.

165 eI A AT T S S — (ERIRE (BN, | IPR $EEE T A TS 5 PTAB R AHME/ T
SRSETR CAFC $2H 137 EENBRIEATT S - 2R —BAARIRE R A PR IR - SRATE
5 51 L B G e SRR EL SR PTAB FHRASIR -
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55 " JH Cuozzo %

(—) HREE

Cuozzo Speed Technologies (DA T fifF Cuozzo)izi A E A5 6,778,074 5F
R (R ELH] 074 57) - SRRy T R IRIE RS E M DABUR I S AR IR 2 J7
0 R 2004 £ 8 H 17 HigAEAE - mBAINNE » T —(EEUREEE - 7] [EHF
RURBUEH R 2R DL R g B R R - ORIV =0 » A8 H BT ERIn—{E4L e
HYEes > & R R AN - AT HE @ > HAEEEREE  BURRELE - B
J5FIF GPS HEFIHEE - DUEDHIE T-FTBRRE L » WA AIZ RS EL AR o0 «

& E LM Garmin ( Garmin International Inc. 52 Garmin USA, Inc.,PA 47
% Garmin) o2 EHPEELE S, PR R2F  PRECEA] 074 55255 10 ~ 14 F 17
ORI AR - Garmin 155 - 555K 10 [RIFFESE RIS ATESS 102 f5(e)ifi g2k H
FANE - SRR 103 {rR(a) M &I S A1 » 550K 14 e 17 RARHEES 103 {o(a) i &
ZH1 - EEEA R AR A &8 2 A[gEM: (reasonable likelihood ) [fiF#%A IPR
TR

AT R TR 0  F0RTE 10 14 17 @R Rt & 55 6,633,811
SR FifE Aumayer BEFI ) 55 3,080,041 S ELF 6§ Evans BG71 F1S 2,711,153
SRR (ARG Wendt BOR ) % = SEHEATIRE 540 : WREHE German HEAII:E]
4 6,515,596 B HE ] ( fif Awada Sf]) - Evans BLFIAT Wendt 7% = (RELA]

1T BT 7 2 1O

166 |n re Cuozzo Speed Techs., LLC, 778 F.3d 1271 1274(Fed. Cir. 2015).
167 Id. at 1275.
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(=) PTAB FEHIGER

EHEEREREERF% - B PTAB %8 - PTAB fE & E PG > f£55K
75 10 9" integrally attached | FYfEFE » 2 225 SHAGEKIHZE A AYRHEE - [T PTAB
FREUR K& HHARTREAEAE (broadest reasonable interpretation standard ) - [ T integrally
attached | iEfilza - ik Ry " o EUEVER RS B (7Tl - (HE—(EE 5 AR
HAT{E#E |, (discrete parts physically joined together as a unit without each part losing
its own separate identity ) - £x{%& > PTAB 5%/ > Aumayer EfI| - Evans E5I] Wendt
B ~ Tegethoff BRI PUCREF 2 4H & - ATfEEaEKIE 10 ~ 14 1 17 BHifi 5 7% -

(=) CAFC FHER

Cuozzo Ejf - PTAB 55 KIFERHUHIERE V775 A #HaR - PTAB ¥ 2255 KIERR
HUHIERE 502 » PREL T e RS BRARRE IR AL S {H Cuozzo 505 » SRR HTA RS T IPR
R BRI R WA IGRERIL T B RS R aE | - 9F
$ME 2 B SR R A S BRI — Rk - EREUL — AR S 3 © Cuozzo 308y » it
—EEEARN AL IPR e > [N IPR BB - WA EHAR P eates KEZ &
ok o

CAFC RIS Fs - (iR HAN AT ERR e o BB R IH 2 ek - # S PR
REHER B ESNIEPEE (initial examinations) ~ 1 F {2812 77
(interferences) ~ SE=G1&MVEE&E55 (reissues) K FZE#Y (reexaminations) 2 - 7R
B NSRS - FrA SRR S I TEART » $9EREUL — 0 o 7 ARl
PREUETERE S FARE - TRAVERER » (TEEER - H5 KR R &

168 Jd. at 1275.
189 Jd. at 1278.
170 jd. at 1279-80.
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FATATREIRRE > DUl i RAY AT RE S - BB G N BJepi Rt f BES 1
TSR R 5 AR LA R TR IR - 2] DU R A 38 A R SR i T

[FIEF - CAFC H58 5% > IPR 1272 e FESGEE KIARY » FT DABLH AN SR 7B
PP S ERR AR K AR  B—2 = MRS A AHA1E
o A ORI 2 fE R PRI TR - (EFERAALE 316 f > AlFEE A S
RATABETTHIETERBL SR a1 - BALEASE 316 (R@)(QQME - BRI
"BEME AR 2 AT B ERAIRRE | - R4 55 316 R(QABIE - BFIREIEEA
M ENEE AR Y 2 S HEERF DGR EAAH AR e > Bl (4 - FEILH
HET > BFIRGREEHIST T 37 C.F.R.§42.100(b) » HHHE » " —FFIHI > HF|h >
ORI [ESEHIAE - SREUG A GHERE Bl EemERe il » ZF)
PR MR UL — 2 » {F \PR AP S35 KIS PRI R A P RAgeotet™

ARERAEE LR KRB = AR © TS ABefE 2016 FEHAZ - Aradam

PR — (/2 PTAB DUR B & AR R I TR A iEsR'™ 2

() fEiAbiEss R
HIHA I s AR T [EE CAFC RRAYHIHR » JRENLE IPR fF2FFdar Ll
{50 P e o 5 R AR SR T T 5 SR T R B 2 A - DU B A

L. BRI A
R AR B R RETT IPR AP (R4 - TR Rt

171 1d. at 1280.

172 35 U.S.C. § 316.

173 |n re Cuozzo Speed Techs., LLC, 778 F.3d at 1282..

V4 B Ry IPRIEF 2 E B A E A 0I5L PTAB BEL IPR 27 2 1€ » 7] CAFC 2 & 7 2t 2
EBENEL LSRR FRE - EHREASCE A -
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BEARS - G2 BICETREABERA 1125 » PTAB (IR RT DAAEGER: IPR A2 R '™ » A
AEARZET » HEPRRAIAYETEA (Garmin) B4R - {HEFRGIRE MAE LR
AR AR B BT R EEE - 42 IPR R2f P VRS B (T NI 7R e
AIE > PR AZFFECRFTEE SR 5698183, (preponderance of evidence ) | » {HAEH
JrABERIRRZS] " 38R (clear and convincing evidence ) | BRHF{TATEOKE
Y0 o EEE  JE ARSI [PR R H AR AR RAA A -

A H LA Z HRVET TR - SR RBIE A 2 R SRS IPR f2Fp
HELTHF FERE A (T U G KIH - BEZR Cuozzo LLFEATE 301(d) R - £
SRIF AR FEFERR T AT E BRI RIEER T [Am AR R
FRSCFTRE SRR T RS ) RAEMIRIRL S - BRI (R (TR R 5 >R
FE R T e, 1

e Altae R o fkam RS - SR 2 IRIDA RV ERR:  HERE[E
—EILAIRENSS S o PO T AREY R p A AR R ArE ] R A AR S AE
HASFIRHREsE 917 -

2. BHptEm s THVRE R & B
B 2 » B P e (0 P i & B AR S IS B A RGE A R « JRENEF]
PR TR A (SREFREF) > EHREGHEBERE RN EE AR

175 35 U.S.C. § 317(a).

176 35 U.S.C. § 316(e); See also Microsoft Corp. v. i4i Ltd. Partnership, 564 U.S. 91, 95 (2011).

17735 U.S.C. § 301 (d) Limitations.—
A written statement submitted pursuant to subsection (a)(2), and additional information submitted
pursuant to subsection (c), shall not be considered by the Office for any purpose other than to
determine the proper meaning of a patent claim in a proceeding that is ordered or instituted
pursuant to section 304, 314, or 324. If any such written statement or additional information is
subject to an applicable protective order, such statement or information shall be redacted to exclude
information that is subject to that order.

178 CUOZZO SPEED TECHNOLOGIES, LLC v. LEE at 16.

175 4d. at 17.

180 yd. at 17.
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SR AR HYER RIANE DS - SEREE Fas ARIE B B RE R H CHYE
RIgE - MBS AR AN RIS RIS o T i R S A R AR - st
AETERE BRI SR A AR R AR EE - N R Bt B E A e
F o S ERE T EAEA -

$14#f Cuozzo fji¥s# PTAB Mk T 7ABE SRAUA FIFERERF (8 E 2 A A — BB T
B A EfE - e A ERAIRI0ZE (BRI SRR BRI R T AR E
N R ANE T AR EIRY - T HFREERERVRLE ) M1 T s ERARIE , FrEsRey a8
se e (EAREAE - &R EREHEE A R RAT AT RE -

(1) /NG

Z It > £ PTAB MHEAREF? T 78 (s A AR AR X i i R IR R 2 R
R —Bo% - i Al EEE S AR T TR AL R AR ARIRE T Fy 3808
Fic EEAEERN AR AR SAE > BIE CAFC HYHR > DU SEIH ARG
PR R LI FRARLE - USSRV R B E B AR IR TP 24 2% -
N3RAE PTAB 25 BRI & AR L - 5 nlaiinhe i o e B AR A
AN PIEE IV SE B IEF RIART & IR » A0S AR RREE nT 32N B8]
FIHVERLS - BAEAAE SR ENES IR EE SR REER AT -

¥1 & 58 1 3-89 (Motion to Amend )
IS SERI B FESE 316(d) 2 HiE - (KHEMHRAFAE I 12 ZEMY IPR F2FFH BRI
NSGHEAER 3 DB HF3E K TE (Motion to Amend » MTA ) » (SR 20 Al AE 2 HY

DA R AR KA - BB B BB 55 K T f2 8 B S A B G5S

181 Nautilus, Inc. v. BioSig Instruments, Inc., 572 U.S (2014).
182 EFFA Cuozzo H¥ iy mnAbiie M A B IEGE KA F ELLABEMNIETR - k= AbER
TIEARZEZEZ > #i[E (that question is not before us ) °
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(substitute ) 53KIH » TREGE LUltRifE 77 AVAH &' o 74 BRAEORMIBR A RIH
a5 0 A G DU BRI Y BRI 2 - R
FEEFHAEE R AR A KIAA B o E AN Z B IIAAE -

B

FHRERITIROCIEAR S PTAB FHEARE R T &E B I 1M R R A B 2 — 8 5
Za R HARE P B2 fBR072 > 8 PTAB TTIEEAAER N B Z B *
U BB B ZRRE > R ERIN RS~ HARE AN SRR » AR AL
T EREHELATHE H HR 35 SR IH A (2 B2 PR 2 S5 R IAAMH BRI RE T LA ~ 12
HrapKIie A~ REAER 2 BIPEE RIFEVER Z 1R FIRERE - PTAB £ IPR
HIE Bt 2] - RIS SRS IR K Z [RAIET AR - b &AYZAIS » CAFC IR
ZAFEREHER - AMIAIE A VEEED R PTAB B A HEEIEF KHEZFRAHE
FYREET - G DARERTEE Z FRA TR R AR SR

55—TH PTAB [1J1Z4E : Idle Free v. Bergstrom Inc. (IPR2012-00027 )

1F 2012 FEAY IPR ZE{4: 1dle Free v. Bergstrom 1 » PTAB g% 55 (Z [F 55 K TEE
ZERNHYEORER T T EHEAVEREA » IEEBIRE A% PTAB {EERVEIEF KA
EIFHYE BRI - RSB IR KA 2 B g M -

PTAB fEARZE et B = -
1. SEKIEZE AT

Bt 35U.S.C.316(d) ZAE AR > S 2R tHAVE IR R ST A S A Bt 2 B A
JRBIR SRR 55K IAR - S iR 2 B IR S iR RS A& E ~ IIAGEHIEY) -

183 35 U.S.C. § 316(d): Amendment of the Patent.—
(1)In general.—During an inter partes review instituted under this chapter, the patent owner may file 1
motion to amend the patent in 1 or more of the following ways:
(A) Cancel any challenged patent claim.
(B) For each challenged claim, propose a reasonable number of substitute claims.
68
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s LA AR AR IR RIARVE T - FHHY(E IPR #2370 - PTAB & 055 KIHE
— Z & H( claim-by-claim )> S fR HIl_EEEIHE KIA A BE L 55— IHER K IEATHL

FERE SR (E 1L RPN AR S LR Y 35 K IE T B EURZ 55K > B AR E S B S
2. WA A EAME

HNE R IEEE - S AEGHE L KIERT SN - EIE5FKIEE
BRI AT A ~ /28 ERAT R BRI KR B#IN HA > EBIEES|
ANE SR BRI EERAVER -
3. WHEEHHIERME

HTHYER SKIA VA ESEIHE © (DEF KIE ] DUERR S AT » (2)58 KIS 4
HUACHYAHE RaRsrE A T HAERRTE © G)sF KB Z gAY A 2
s [HI A I EAAYERE M -

WERFEETGHI LU E RO - PTAB & PMEIESE K © MAZE ZIRERR T # USPTO
S RS RPIFEAESL > CAFC (EAT A AE [ A M ot 5 7 r— ey (A

B TIH CAFC HYZE: © Nike, Inc. v. Adidas AG ( Fed. Cir. 2015)
(—) AEXFEE
ZE| 7 B i Ry B A4 i B g A 5] Adidas [5] USPTO FHEEHL[ESE Nike FirfF
H 2 EEEE 7,347,011 5FELF] (EFISE 011 5F) 55°KTEH 1 &£ 46 #EfT IPR 85E™ -
AT 2 F B AT T 5REE 00 8 N — B AR R 4m ek s 1 2 S o ) S 0k

PTAB [FEE#E{THE -

(=) PTABHHIFI

184 See IPR 2013-00067.
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Nike fRHESIFEF KN EERS - ZORAUHIEEE KA 1-46 WHrHEEs >KIH 47-
50 - {H PTAB 5 [#ii H ELf5#2 % Idle Free Sys., Inc. v. Bergstrom, Inc. (IPR 2012-
00027 ) Z£HIf51 > LL Nike RAEMa e 37 KN EF 2 EISC AR iR T B o A
M2 B E R > FERCH RS R EEEHE 55 KIHZK - MBS AREA
A BT HE - AEEIHEE RN B L SR ] RN B R s U AR RN B AL
#RE R BB ARE A PTAIRS Z Je RO SRR T B ] A - PTAB S8 HGHR > 20E
3 011 SEARA EIRRAI SRR - B Nike sLAITIL PTAB #5735 ]

(BB R R R AR E 3 -

(=) CAFC #k
CAFC 22016 £ 2 [ 11 H#fi < GaffE Aok > EREYEL 2 Proxyconn

ZEHIF > DURHERN PTAB 545 IPR M5 4500 45 [0] st fech I atemh

1. IPR & T RENE R TSN 2 B8 T AR EAREA

(1) HAFEA Nike £5R 35U.S.C. § 316 (e) R THEEZH H g NEH L RES
SO B ARG I 2 P BLF S KT N A 85 F AT » HL Proxyconn ZEHI AR EwE] 35
US.C. § 316 (e) FXFRSLHRE » it PTAB ¥t Idle Free ZLLK CAFC ¥t
Proxyconn 7 #HMRMAE D - FEHHEE N BRESsE I KA & R - 1
FREFIRE N RS RIS AR - GaEsl - Nike T 5RZ A E E B G A
#i# 35US.C. § 316 (a) (9) HHFRSKIA T USPTO #Hi%E PR #35 HHFELL
AR ARE D 2 AR > AT RS IR R MM AR A RS HAE
ERIMiE At 2 AHBAE N - SCEEARE AMEE A Fessie i S H B L E R 2 AERH
&l o EiEZ T H EFEI s KEAN B B r S - Laiis e - PTAB
. USPTO 37 C.FR. § 42.20(c)TEMHRI > fi@fE » Fr&mjut 35U.S.C. § 316(a)

(9) TEFR -

185 Microsoft Corporation v. Proxyconn, Inc. (Fed. Cir. 2015).

70
doi:10.6342/NTU201700700



(2) PTAB 7 IPR #EFE 7 FERLHEE A ERER R eiE KRN A TE S - H
PR EBREER R A KEANS » BAE FELHA USPTO. HAEE A,
FHEFEEAE - il 35U.8.C. § 316 (e) STl 55 NS T - AR
# 35U0.8.C. § 316 (a)(9) AR RS » RIIROME T TSHT S KIHA A - CAFC
142 A 10 H Synopsys, Inc. v. Mentor Graphics Corp.( Nos. 2014-1516, 2014-1530)
FHF - TR st R AR 455 0 5RBH 316 (e) FOHAE @ (&5 K IPR 8]
5 R RIS JR L EE RIEN A -

3) HHHEAME NIER BT 55 » Fy IPRAEF P AR EAEFF AR
12 o (B IEEE AR s Z S OB e Ha st - SeE S A
NBEREA PRRORTE5 K > AIEs KIS A5RE AT RE AR e (ot B o] SR 40
HEPAFA G -

2. FEFHIREA D E— R4S B R DUR U ATl R 58 1 AT

IPR #3851 » PTAB DA Nike WA REFERISCHIEA SR (7RE] any prior
art not of record but known to the patent owner ) » H % F k5 K TE B v BRI M 22 45
sl EEEHH (conclusory statement ) %777 (facially inadequate ) FyHq ~ B[] Nike
ECUE R Z WG aE RIAZ K EN 77 - CAFC G fE HEBIAI AR E » SIH{IE PTAB
7= MasterImage 3D, Inc. v. RealD Inc. (IPR 2015-00040) Z& R fi# - fEHEESEFIRE A
AR AT S 2 TR S B A B A (duty of candor) ZAEFTR T > s T EFRE
—f B &S AR - B 2 s BHZ T S SRR N B R 4O R (E Ry PRl 2 S il
Fefla TR T - #ras KNS B ] EAE 2 B8 1A

3. PTAB VAR HSEAIERIN HFIMEE (2 REF iR e tH B E 3
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CAFC Gl /fttaF PTAB HYARZE g MR H B A K IAR T S 45 amfE
tIFHBH EE R H 4430 - $itk - CAFC $571 PTAB JERHEREGN Nike RyaGHHIERAIN 2
HFrfet 2 A X EZ REEGHE (secondary considerations of non-obviousness » %17
BT ~ REAFR KU TR ETD S ) ST A RS - 52 /D5t PTAB ] LIFESE
PEZATI B R R <~ R (N i B - WG HER) PTAB HEAFEHIGE R -

CAFC —EDIRIVREFEE A EAVEMEIAZE — AR e i (et E8 T
—EEHFEFREAN AT AFIEIEER > TRAUE IR RIRAVE S 24P A AT - I —
BRI LH USPTO Wy —{n#at &R HEigs 5| -

F=IH BREIEF KA R ASET

H SRESEITAR T ERE DK - R 4850 {4 IPR ~ CBM 1 PGR HY
HHAEZE(F: © 3% 2016 £F 4 A Byil - PTAB E4XT I SEREEHE T 1539 (F%0F - &
BALEZRNAMANZE (40 MR a2 RN - BN EFHEE M Z (M - PTAB
SR T — IR T o RS ST AV ERER ¢ (1) 1£ AIA REprf g &2
AR KIEENEF 2B E © (2) BEFKHEBIEFREZGER  (3) IREE
SKEREE RIS 2B HARERE ~ 500 [E R BLE] ~ B = BB ElHiR |
PUR (4) PTAB B[ ZERA AEE K I 55~ B R «

FEEHFHSERRAT 1539 PREMG - o 192 fREHBESERIRZ & (Y
8%) - i 192 FigsR 2 » A 17 FZBAHUHFERIE (5 9%) » 16 (Tl AR
KIARTRE B A ATEAIME (5 8%) > 41 PRRIZ IR T2 8O FE RN A
el (5 21%) 0 RN 118 {1 PTAB At & G KIH Z BB e Z 2= -

186 Motion to Amend Study, https://www.uspto.gov/sites/default/files/documents/2016-04-
30%20PTAB%20MTA%20study.pdf, last visited: 2016/10/10.
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SEREUR - fEIE 118 (P KIHZEFE T - (BF 6 (FEWEER > B2 6
i@ m A MHER " MoRE ) 28R - Be2 0 WA 124 (5 95%) Z&5H
e BT » FEAHRRAYE B R o N R 2 OSBRSS 102 {5 ~ 55 103 {iRAVE
Bk~ BT S A R8> B 35% ; IMEHMRES 101 iR ELEFRER - 55
112 REFERIAE ~ 5 316()C)RAHAFHIE > 8UEFERA a2 E R NE TR R
FE -

7 EFEBEFRHZSIEREAEE

TEERRAYENE - N EEE BRI A A E (raE B SRRV RN - 4t (e
PTAB 12f7 » MEAZE = EASCE - BN LTRSS &S - aTLLEE
B REVEIEE KIS EE LI T - EARAVIETD IR R B HE A GBI SRR 52 - 5K
FTAERATHY T - CAFC ¥ TS B EH -

EEVUTE Inre Aqua : CAFC AYTT35

TEAT AR o] R, - BERARRER ML T B NMEUGE KB A et - (H E B
AR BRI B FHRA R R B SR f F nT 8 - 12 th 5 [REEF 20 HAURE AR
[Z58 = T4 - BEFZR PTAB {E35HY MTA (YRR 1L K 7 —EHIER] > {H Inre Aqua
Products — 2"y CAFC I 25 B vl s s (BIE 1k pk — Lb AR Ay sy -

(—) KpIEE

187 In re Aqua Products, Inc( Case No. 2015-1177).
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FEAZE > HAHE A Aqua Products 23 fEifE Aqua)RFA 2B A5 8,273,183
5t (55 183 SREEA) « JLHF K T BIESHEE 240 2 HE Lot Bikes 1 (hE
s H B EIE R Z IS - % sEs PR RS S e T /K RS g - AR &
G EERR BT S AN - Aqua FER% A2 2] IPR A2 f- JRERET - g AED
Sy BRI TE AR (R IR 4634 K TE » {2 PTAB 325 Aqua ARSI A KIE Y NE
FESSHS e MR R FTEE AN » B[R A 55 - ST IR A/ HEE I
HTaR K IH Ry A BRI 2 ARE > Aqua fe it E5fT -

() HIRGER
CAFC Ji* 2016 4F 5 HRFHADELE - H4ER 7 PTAB B[HIE 5 2 AE » CAFC
we A 0 MBI 2 2 FRIEE R PTAB ISR EFIRE N TS8R AN B A ]
RN HERY PTAB JAE thill St e & B nlia SUR il 2 e i B A A
WA TR A G PTAB S AEEOREMN A SRS Z M - &7 HEr PTAB fE58%E
HAREARRE S 8ag 2 B A B HIERIHE - & CAFC 527y PTAB B[HlfEXiE
AT ERAY o M IEAER > Aqua RIFHR RS ZOR A BN A/E (en banc)
BT TR

CAFC [F7E T Aqua HYEDK - BN Z 1R (A BREVIR ARE - AN £ 2T 5 W
{ERERE : (1) 7EEFIREANY PR AHBHRE 7 P RIAERERE 316(DFELELE
KIAZ 371 > USPTO K PTAB & A BOR A N B SGmE I Has KIAN B E w]
BRI SR TEERRE ? O (ARG EOK ] DU G RBIEAE 316(e)FTiE !

188 See Microsoft Corp v. Proxyconn, Inc. (789 F.3d 1292, Fed. Cir., 2015), Nike, Inc v. Adidas AG(812 F.3d
1326, Fed. Cir. 2016)
189 |n Re: Aqua Products, Inc., No. 2015-1177, Order Granting en Banc Petition.

“1) In an IPR, when the patent owner moves to amend claims under 35 U.S.C. § 316(d), may the USPTO
require the patent owner to bear the burden of persuasion, or a burden of production, regarding
patentability of the amended claims?

2) When the petitioner in an IPR does not challenge the patentability of proposed amended claims or
the Board finds the challenge inadequate, may the Board raise a patentability challenge on its own,
and if so, where would the burdens lie? “
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ZEBFE? 5 (2) & IPRAFRAIEF 2 HIEE A (petitioner ) iR BEFEHIFH KA
N Z TR PR - 2E PTAB Bi[a] 7 HEg Afeth 2B RE L5k - [Lif PTAB
B ] B SRS R ACHT I N AR PR ? 5 - H S RIESHN AR
AR SRS EAE 7

I NG

BB I KABVEEAIREALE IPR ~ CBM » PGR 27t O {EFAIHE T
AIRERS AR F-E2 2 —» Rl e & AR #E A PTAB R2/7 2 1% © Re 2520
GG T EHIRER LA S - LSRRI REMR RIS AE 314()RYRUERR
AR - FE OB RS RIA L ORI B 2 78 - BRIl st & e
22 EEDTEDFR T ERE - 1A fYENES - 18 RV REERIEE S
&7 6 (i » i iERa 4 (HER T B EE ) 268 HRERH UG KH
DA A -

—

P IERTEE > FREIEEIRG Y 2015 FREHIBEIEEE » MEFMREREZE
( STRONG patents Act of 2015 ) » {5 & A {E TF Ry BRI E A BE i ARt A0 fFHE LGS S

EER R E RRUAS - (B A TR BUE & BV R KIS - IS IE st AT A A 2
EUrERS It H ¥ PTAB (£ RS FIFERIE 2 SR E T Ry E ™ -

B b - 1£ CAFC [AE Aqua EWIFREEHIZ AT » B Aqua ZE —FHIESRAE

A > LUK 2015 4 Nike v. Adidas ~ Microsoft v. Proxyconn % ZE¢f: » %381 CAFC {8

[AE & USPTO HI5T 2 #AILLR, PTAB fi#fe 2 45 5% - A PTAB DASEFIRE AL

S HAHTAY 35 K TH Y B AN e AR e 2 LR TR B AT SR AR By R R B

190 35 U.S.C. 316(e): (e)Evidentiary Standards.—
In an inter partes review instituted under this chapter, the petitioner shall have the burden of proving a
proposition of unpatentability by a preponderance of the evidence.

1 Z5fER (2016) 0 HiffEEE 30 H 39 -
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SEORTEEEE  AHite > RS E 14 PTAB BRI & H @ MR A KR B
R R BRI — 00y » SRR A HoAt A B - S 0L PTAB SRECE VIV DHYRRRE © (E55
— 7 BASTRAERIREAE R P EEERBHA AN UG KA A RUED
[FIEERS > ATREEALEL T A GHERIRRA] © NEE > FERRF R A A AR RIS -
[ {EAR B ST -
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S BEALH

¥ -8 ATHER R

FEBHENE BT FEREENEMAAEE - HPRRF S EIERNS N T
T RE A EE I EA R o Hrh B FE A A MR E B B i T IPR

PGR - CBM FE2fy - Al PTAB 2EELR 7 2T -

AT R BB IS A M 2 FEEZE MR R Z BB 545 > IPR A2
IR EESEERIA A/ VHEER - W HAERAVEEER B2 A B e in - 7€ 2013
Ry 514 4> F1] 2014 21/ 1310 4= ~ 2015 £EAY 1737 £F - EHF 2016 FE£INE 1565 {4
FHERZE - FHER 28 Z MY B A S o A /R 23R AR E RV ABR 7 BRI
PR~ BSR4~ BREEIER L

Mt BURIR 230 S —THE R R - N2 P 35K IH#E A IPR ~ PGR
CBM 2% » EERFRUET - SO 55 KIART H S A e 52 (Bl S BT
AAFHRE)N » IBERHVER SR - I PR FREFPRF A HYRIR U Z R E 2 S L
AR - (S HAIE AUV E R Z SR T 2 8% MR R EH
HHERT—T7 > IPR ~ PGR ~ CBM R Frle AR RIS SR A R Al - B 2 88 455

EIASE S ITAMINET T2 4] > B IPR F2FP AT PGR 2P Ry B A AT
IMEF ZRGEZBEE GRS A RFTREZIBEEN > 572 ABREgELER
RS REEH R - (HEEE IPR (VR RAT S - BE2TT BUCHBIREFE
B2 A - MERRF R BN S - DB EE LI CAFC ATERHE
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18— [FI R B A R AR Z] -

#E—3HH CAFC FraFBldi = TEIE 2% - AN ENEAA
W HRRAVEIR - ZEEIHEIT - CAFC EHAIAERT PTAB HYDAE » sf B HEEEH %
LLEFFHRAISS 36 fik (Rule36) HREAMER &G T4ERFHAIDE > (515 Lo N EELIER
VAR R b Al R DAy i - NS R MRS AV E R AU %
{1 BRI A S0 A O 1 e Tl FEE 1 BRI P e Ry A AR

Fo8 BRI R
ASIREHERT A 186 2 % - (EFRRTHIFEE PTAB fEHIAE « I64E 1373 CAFC
SR DIBRRRSME - B - JEEETT ST - SRR AL R
BIEFEREE I THEVIA » B H i 2 TAR S R R 2 & -

BRAEEM I S > TABEETHY AU SR R H Al B iR SRR 22
KA - B B EiEr A ~ JRE SRV B R IH SR B 1T SM s 1 8
R IR RKIE AN R AACE 2 =PIV ER - Ml ERT A IR T2 s RIS
Z1% > EBUETRAZRF TP OIS \IERTE RIS - AR S A5 -
TR AR EL A T AR AT AR - (A s A B L AT LRI AE By
FIET (IR © 55 K IAFGE AR % ok FH (R AR A PR A G K5 [ERE 2t am - (HiE =
B TR % W EE S HA IR A RIS A E _EAY
2 R E LA R RE -

SN M — E B AR A R » 2525 BRI SRIskA Y T (R 2 E e
BIEA T e BB AT AR =f A TEAIFIIN - BEERE HH A 2RI T - R
AR RS G AR R R EE Z F R RE NGNS AUS HAE
& AT LR b R M ERF I Tk - Ry B A S A R R R A Bl S 5
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TEEEA AT B AR S RRESR » AE RS BRNEAY 55 — 2 I 2 i Ae AL
NEREN TSRS Z L > BEBR | G E )24 — (B D) R m] DA
BAREARBEZ A RS PRy T RS BN MAES AR
R ZREEE R - MRS KA ZEMA CAFC B A w2
R HER e I B TR R - RETG R B ARE AEMH B R AR5 R Vi
ERRRYES -

RZ & AREL %

A ERERTE AIA BT RESHBIE < PTAB BT Y RN E 40
CAFC 7 Hf 7 5 » 17 SR M B AR P B B — 43 2 - i
PET TR MR P B RIRA A BRI BT SRR B T2
A BT BB o S B B3R PR S 11 LT -

BEA - BEZRPR B B R BV R A AR A A2 R KB LAE S 2 iR E
PRBLREUARIMHELE: > (EEE TR E (WIEEAE i E e 2 G -~ B
AR Z R HEHIERETS ) - REUAARTE 2 O ERES - KRR
AR R BUAB T AT RHR 2RV RE S IR A R A el £5 A HL KR - i

RIS AT 2 AT e EE -

FERTEARIRE | » SRR EHIEREA R A FA AL AT 35 S YR &2 S 8 B ] e As -
BN TR E SRR ERNIERIEANS  MEHCEE DeaRE 24058
B BRGNS > DU MERAVEFRIRIRE /T - ZERTIFE A RIBEE RN - 5
AT &AGEE R T —(E A E BREEE RSN —REERHER
ZRMEER (T4 EAERAT ~ MRS - B e T ETEAFRA ) st 2 5A R
NEUS AR EIEB I SERACR - IR T FEA I R HUS A A T B
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A A AN E 2, - &2 IR B IEN Z 25838 (NPE) » FEAEAESRE
EESANE AR ERAIEY - L T AIA SERISIE - WAFEBZHEAE
IEZRES SN ER R BRI G HRES S —EERT S
HHEERTEFRZARE °

MZ5EEEE Mark Lemley ZHFFEAIfEH > SSESARYRAGERE DI AETEA
FGE 192 » TR S B VBB BUS » (R BRI ERI S AR R ST B I
12 HrARIEE SRR AR S A B AR BN g s E A e - RealE
flrZ3td > (B 2iet Z HAHEE R R - ISERETEARE - FARE AETRA
R > DU BRI 55 - DR N SEAAR S Eh e A R AL
£ ERAVIR R - TMERE NEBRZR R EUARIS T A SR SR IR T2 R F]
SR A GE R ARA 2 A -

192 Lemley, Mark A., The Surprising Resilience of the Patent System (May 25, 2016). Texas Law Review,
Vol. 95, No. 1, 2016; Stanford Public Law Working Paper No. 2784456. Available at SSRN:
https://ssrn.com/abstract=2784456 or http://dx.doi.org/10.2139/ssrn.2784456
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379 -
PRI (2012) - (SEEIEFIERAMENHE 2 8 ) - G ET) - 40 % 30
HY > B 113-122
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(=) Eirsm
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&) BIILEMBECR RO A R FE AT 1250
w1EE (2016) o (HCAGEABERE 3E A S AR M B 3T 5T — DIRE R =)
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M DT FEATE 5w
P22 (2014)  (EEEATEREAE P 20158 ) - B R KA
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