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Abstract

This thesis mainly discusses the factors that may need to be evaluated for the

regulation of patent licensing under Fair Trade Act.

Firstly, this thesis discusses superordinate concept about the respective functions

and purposes of intellectual property law and competition law system respectively.

Secondly, it is considered that it may be possible to test whether the above
superordinate concept could be implemented in the specific system of the regulation of

patent licensing through three checkpoints.

The first of the three checkpoints is Article 45 of Fair Trade Act, which defines the
regulatory boundaries of Fair Trade Act in relation to patent licensing. By
adopting comprehensive measures standard, it is believed that the common purpose of
promoting innovation for both intellectual property law and competition law systems

could be served.

In the second checkpoints, this thesis argues that market forces should be used as
a prerequisite for the competition law to intervene in the freedom of contract. It is
considered that market power of patent rights or SEP might in fact be weaker than
imagined. And the exercise of market power of SEP might be subject to numerous
restrictions, including at least authenticity, horizontal, vertical, dynamic competition,
and enforcement restrictions. It is also pointed out that, in addition to exploring the
potential harm of "patent holdup " to standard implementers, the threats of "reverse

holdup" and "holdout" faced by patent holders should also not be overlooked.

Vil
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In the third checkpoint, this thesis holds that rule of reason should be taken as the
basis for examining the legality of patent licensing restriction. Besides, compared with
foreign countries, which take low market shares as the licensing Safety Zone, failing to

set up Safety Zone in our country might bring uncertainty risk of law enforcement.

Finally, this thesis examines Qualcomm punishment decision made by Taiwan Fair
Trade Commission (TFTC) according to the assessment factors discussed in the above

three checkpoints.

In the discussion of Article 45 of Fair Trade Act, this thesis holds that TFTC has
not proved that Qualcomm's patent licensing practices server for the main purpose of
harming others, and thus may not be consistent with the requirements of "abuse of rights

theory". It is doubtful whether the allegation of abuse of rights could be established.

In the discussion of market forces, this thesis argues that neither the high market
shares nor the holding of SEP seems to be sufficient to prove that Qualcomm has the
"ability to exclude competition" in the relevant market, and therefore questions the

assertion that Qualcomm has a dominant position.

In the discussion of rule of reason principles, this thesis discusses the

reasonableness of the three alleged acts, respectively.

First, for the allegation of refusal to licensing competitors, this thesis discusses the
relationship between "covenant not to sue" and "doctrine of patent exhaustion", and
considers that Qualcomm's licensing practice might not be seemed as equivalent to

“refusal to licensing,” and "doctrine of patent exhaustion" may be irrelevant to
Vi
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Qualcomm's licensing model, and pro-competitive effect of the "covenant not to sue"
practice might need to be further considered. It is also pointed that the “essential

facilities doctrine” seems unlikely to apply entirely to this case.

Secondly, for the no license no chip allegation, this thesis argues that Qualcomm's
patents might be spread over the entire mobile phone system, rather than only covering
the chip. Qualcomm requires all potential infringing mobile phone companies to sign
license agreement to resolve infringement concerns before providing the chip to them.
This act might be a legitimate exercise of the rights of the patentee without anti-

competitive concerns.

Finally, for the allegation of exclusive rebates dealing with specific undertaking,
this thesis argues that TFTC should first evaluate the substantial foreclosure effect, then
assess the pro-competitive aspects of loyalty rebates. While obtaining a net competitive
effect, the assessment of the illegality of the alleged conduct might be reasonable. It is
suggested the criterion of "As Efficient Competitor Test" adopted recently by the
European Court of Justice and European Commission might serve as a reference for

TFTC to increase the objectivity and persuasiveness of its argument.

Keywords: Competition Law; Patent Licensing; Market Power; SEP; Rule of Reason,;

Doctrine of Patent Exhaustion; Loyalty Rebates.
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“You call it monopoly; I call it enterprise.”
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248 The TRIPS Agreement, Article 28: “The exclusive rights that must be conferred by a product
patent are the ones of making, using, offering for sale, selling, and importing for these purposes.
Process patent protection must give rights not only over use of the process but also over products
obtained directly by the process.” (came into effect on 1 January 1995)

249 35 U.S. Code § 154 (a)(1) “Every patent shall contain a short title of the invention and a grant
to the patentee, his heirs or assigns, of the right to exclude others from making, using, offering for
sale, or selling the invention throughout the United States or importing the invention into the United
States, and, if the invention is a process, of the right to exclude others from using, offering for sale
or selling throughout the United States, or importing into the United States, products made by that
process, referring to the specification for the particulars thereof.”

20 BFEE > Fifgat 237 > B 28-29 ¢

21Spindelfabrik Suessen-Schurr Stahlecker & Grill GmbH v. Schubert & Salzer Maschinenfabrik
Aktiengesellschaft, 829 F.2d 1075, 1081 (Fed. Cir. 1987) (citing 35 U.S.C. § 154).

22 BFEE > Fifgat 237 > H 49-50 ¢
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https://www.law.cornell.edu/definitions/uscode.php?width=840&height=800&iframe=true&def_id=35-USC-2020605330-410584066&term_occur=55&term_src=title:35:part:II:chapter:14:section:154
https://www.law.cornell.edu/definitions/uscode.php?width=840&height=800&iframe=true&def_id=35-USC-2032517217-410584068&term_occur=141&term_src=title:35:part:II:chapter:14:section:154
https://www.law.cornell.edu/definitions/uscode.php?width=840&height=800&iframe=true&def_id=35-USC-2032517217-410584068&term_occur=142&term_src=title:35:part:II:chapter:14:section:154
https://www.law.cornell.edu/definitions/uscode.php?width=840&height=800&iframe=true&def_id=35-USC-2032517217-410584068&term_occur=142&term_src=title:35:part:II:chapter:14:section:154
https://www.law.cornell.edu/definitions/uscode.php?width=840&height=800&iframe=true&def_id=35-USC-2032517217-410584068&term_occur=143&term_src=title:35:part:II:chapter:14:section:154
https://www.law.cornell.edu/definitions/uscode.php?width=840&height=800&iframe=true&def_id=35-USC-2032517217-410584068&term_occur=144&term_src=title:35:part:II:chapter:14:section:154
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(3) ®* I HINT A2 BB 5T B chiRL 0o

253 Newberg, J. A. (2000). Antitrust for the economy of ideas: the logic of technology markets. Harv. JL
& Tech., 14, p87.

254 http: //www ftc.gov. tw/1nternet/ma1n/doc/docDeta11 aspx?uid=1345&docid=13926 » 104.3.6.,\ &F
510421600251 5552540 (FE2EH © 03/05/2018) -

255 =~ B E ZEARTEHT)

A EE FE i Th 5 M B RTE —H F) FUEARRA TS #EE © SRR MR ERE A
B 5l 2 % -

20 HHTE > miERE 208 - H 91 ¢
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257 US Department of Justice & Federal Trade Commission, supra note 134, at §3.2.1.
28 The European Commission, supra note 228, at Article 1. ()(g)(j).
29 The European Commission, supra note 229, at §2.3. 21.
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261 S Department of Justice & Federal Trade Commission, supra note 134, at §3.2.1
262 The European Commission, supra note 229, at §2.3. 23, 25
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¥ = 5 #@% 3 (Technology Markets)
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%3 Newberg, J. A., supra note 253, at 106.
264 US Department of Justice & Federal Trade Commission, supra note 134, at §3.2.2.
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265 US Department of Justice & Federal Trade Commission, supra note 134, at §3.2.2, example 2.
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266 S Department of Justice & Federal Trade Commission, supra note 134, at §3.2.2.
267 The European Commission, supra note 228, at Article 1. (k):‘relevant technology market’means
the market for the licensed technology rights and their substitutes, that is to say all those technology
rights which are regarded as interchangeable or substitutable by the licensee, by reason of the technology
rights’ characteristics, the royalties payable in respect of those rights and their intended use;
268 The European Commission, supra note 229, at §2.3, 22.
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269 The European Commission, supra note 229, at §2.3, 25.
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273 The European Commission. (1997). Commission Notice on the definition of relevant market for the
purposes of Community competition law. Retrieved from http://eur-lex.europa.cu/legal-
content/EN/ALL/?uri=celex:31997Y1209(01). (H&ZEH : 03/05/2018) -
274 Id. at1. INTRODUCTION, 2. ” The main purpose of market definition is to identify in a systematic
way the competitive constraints that the undertakings involved face. The objective of defining a market
in both its product and geographic dimension is to identify those actual competitors of the undertakings
involved that are capable of constraining those undertakings' behaviour and of preventing them from
behaving independently of effective competitive pressure.”

106

doi:10.6342/NTU201800695


http://eur-lex.europa.eu/legal-content/EN/ALL/?uri=celex:31997Y1209(01)
http://eur-lex.europa.eu/legal-content/EN/ALL/?uri=celex:31997Y1209(01)

TEELZBAR MRS FEL AT REAR SRR RS

275J s 7T ;'% i{,ﬁ){_’ #ljfgj—i\‘ ﬁﬁ;lj 3 :E_‘_L[JK\F,‘—EJ Eﬁ'i%igﬁ,ﬁg 276

&?ﬁiﬂ’ﬁw<2li¥iﬁg%%wwﬁ%%iiaﬂﬁm>ﬂ’ﬁ

NASD Fhip il ~FE P RN PRELET CEFFIREFRASEETAE
2P SRR ATHE A 2 ] %ﬁﬁi%ﬁ%i%*ﬁ&ﬁﬁﬁ’i¥w
HAFTURFIP ERABHRARIIH 2 FEER - 17 TimpFdd ),
"FIFERAEEACIIHE MR AIFE AL L fr P

Bz Lt dq]4 £
*T#|(constrain) A IE 2 FEED F4 £2 7R o 2 AT 2414 £ 284

!n\.

&$°ﬁiW*<ﬁ@>ﬂ’°m‘r T B

BT i et 2 R (dpe ) o R TE L B RPN Hr2 gy RGBT

ATEREF2Z AR RAREFGERR AL ST AT R 2 477

BHIAR M HT A g o Ay CERT R BEL i

\\\

U] B 4 R i o MR £ BRI TR 5O S B B

LN

4 ‘%J 'ﬁ ’ M ?'L@:ﬁ»,g'jj_%\»gif’

g
o
ey
p

CEZ PR HF R ERT LGRS H B G 0
WRD B4 £ A FRNTAPMD B Flt o M B L A S 22
FROAEFRuif o PR R P RN 2P A R P L B ET

RIS S ST RS R RS TR £ SvE 3 SALE S & 1 8- f

25 Id. at. 1. DEFINITION OF RELEVANT MARKET 13. “Firms are subject to three main sources
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280 FTC (2016), FTC and DOJ Seek Views on Proposed Update of the Antitrust Guidelines for Licensing
of Intellectual Property. Retrieved from https://www.ftc.gov/news-events/press-releases/2016/08/ftc-
doj-seek-views-proposed-update-antitrust-guidelines-licensing ( {218 H : 03/05/2018 ) °
81 Crowell & Moring LLP (2017), DOJ/FTC Issue Final Revised Antitrust-Intellectual Property
Licensing Guidelines. Retrieved from
https://www.crowell.com/NewsEvents/AlertsNewsletters/all/DOJ-FTC-Issue-Final-Revised-Antitrust-
Intellectual-Property-Licensing-Guidelines (5128 H : 03/05/2018 ) -
282 US Department of Justice & Federal Trade Commission, supra note 134, at §3.2.3.
283 US Department of Justice & Federal Trade Commission, supra note 134, at §3.2.3.
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Hovenkamp, H. J., supra note 432, at 17-18.
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51 De Forest Radio Tel. Co. v. United States, 273 U.S. 236 (1927), “As a license passes no interest
in the monopoly, it has been described as a mere waiver of the right to sue by the patentee”

511 Metabolite Labs., Inc. v. Lab. Corp. of Am. Holdings, 370 F.3d 1354, 1369  (Fed.Cir.2004), “This
license 1is, inessence, a licensor’s covenant not to sue the licensee.”

512 U.S. Philips Corp. V. International Trade Com’N, 424 F.3d 1179 (Fed. Cir. 2005), “A nonexclusive
patent license is simply a promise not to sue for infringement.”

513 Innovus Prime, LLC v. Panasonic Corporation et al, No. 5:2012¢cv00660 - Document 73 (N.D.
Cal. 2013), “The Federal Courts have been rather clear that, in the patent context, a covenant-not-to-sue
is the equivalent of a license.”

514 Meso Scale Diagnostics, LLC v. Roche Diagnostics GmbH, 2014 WL 2919333, (Del.Ch. 2014)
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