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* See BLACK’S LAW DICTIONARY 802—803(7th ed. 1999)(*“The substantive consideration to be taken into
account in deciding a case, as opposed to extraneous or technical points, esp. of procedure”).

% See BLACK’S LAW DICTIONARY 629(7™ ed. 1999)(“An injunction granted after a final hearing on the
merits.”)

4735 U.S.S. §283: The several courts having jurisdiction of cases under this title may grant injunctions in
accordance with the principles of equity to prevent the violation of any right secured by patent, on such terms as
the court deems reasonable.

48 F.R.C.P. 65(a):

(”(a) PRELIMINARY INJUNCTION. (1) Notice. The court may issue a preliminary injunction only on notice
to the adverse party. (2) Consolidating the Hearing with the Trial on the Merits. Before or after beginning the
hearing on a motion for a preliminary injunction, the court may advance the trial on the merits and consolidate it
with the hearing. Even when consolidation is not ordered, evidence that is received on the motion and that
would be admissible at trial becomes part of the trial record and need not be repeated at trial. But the court must
preserve any party’s right to a jury trial.”) H 1 & % F @ AGU ApE A F A PEEH L 2R AS
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* See L.A. Mem’] Coliseum Comm’n v. Nat’l Football League, 634 F.2d 1197, 1200(9™ Cir. 1980) (“We deem
it important to emphasize at the outset in this highly publicized dispute that we are reviewing the grant of a
preliminary injunction, not a final decision on the merits. We start with the general principle that an order
issuing or denying a preliminary injunction will normally be reversed only if the lower court abused its
discretion or based its decision upon erroneous legal premises. « « + The reviewing court must determine
whether the district court employed the proper legal standard in issuing the junction and whether it abused its
discretion in applying that standard. + + <+ An injunction may also set aside if the court relied on erroneous
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LOOK AT ITS IMPACT ON PATENT LAW AND LITIGATION, 37 AM. U. L. REV. 1087, 1117(1988 )

* Mayview Corp. v. Rodstein, 480 F.2d 714, 717, 178 U.S.P.Q. 449, 451 (9th Cir. 1973) (stating that showing
of likelihood of success on merits in patent infringement suit requires proof of patent's validity beyond question
by prior adjudication or public acquiescence).

> Nuclear-Chicago Corp. v. Nuclear Data, Inc., 465 F.2d 428, 430, 174 U.S.P.Q. 381, 382 (7th Cir. 1972)
(concluding that defendant's ability to compensate plaintiff in money damages precludes finding of irreparable
harm) and Signode Corp. v. Weld-Loc Sys., 216 U.S.P.Q. 310, 312 (N.D. Ill. 1982) (holding that patentee must
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1983) and Frommelt Indus. v. W.B. McGuire Co., 504 F. Supp. 1180, 1184-85, 212 U.S.P.Q. 449, 452 (N.D.N.Y.
1981) (stating that irreparable harm not shown where monetary damages are ascertainable and available) and
Heyman Mfg. Co. v. Electrix Corp., 200 F. Supp. 217, 218 (D.R.I. 1961) (ruling alleged invasion of patent
rights is not irreparable harm if monetary damages are available).

¢ Denlow, supra note 43, at 498, 515-516.

3" Hybritech Inc. v. Abbott Laboratorie, 849 F.2d 1446, 1451(Fed. Cir. 1988).
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5 Smith International, Inc., v. Hughes Tool Co., 718 F.2d 1573, 1578(Fed. Cir. 1983)

5 Fairchild Semiconductor Corp. v. Nitendo Co., Ltd., 30 U.S.P.Q.2d(BNA ) 1657, 1664(W.D.Wash.
1994)(“Validity of a patent should be addressed only after the court finds that the defendant
infringed....Because the grant Nitendo’s motion for noninfringement, it must not address whether the’791
patent is valid.”)

o1 Altvater v. Freeman, 319 U.S. 359, 363(1943)(“To hold a patent valid if it is not infringed is to decide a
hypothetical case”)

62 Michelle Armond, Introducing the Defense of Independent Invention to Motions for Preliminary Injunctions
in Patent Infringement Lawsuits, 91 Calif. L. Rev. 17, 134(2003).
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5 Hybritech Inc. v. Abbott Labs., 849 F.2d 1446, 1456(Fed. Cir. 1988)(“Rather, in reaching its conclusion, the
district court listed the following factors upon which it based its decision: (1) the field of technology covered by
the '110 patent was new; (2) there was a substantial amount of competition in this field; (3) Abbott has a very
large presence in this field; (4) this is a field where technology changes fairly quickly; (5) there is a lot of
research being done in this field; (6) the '110 patent could help Hybritech establish a market position and create
business relationships in the market; (7) by the time the litigation is finished, it is entirely possible that the value
of the patent will be gone and that technology might well bypass it; (8) the potential injury is unpredictable; and,
(9) in the absence of the injunction, other potential infringers will be encouraged to infringe”)

7 Reebok Int’l v. J. Baker, Inc., 32 F.3d 1552, 1558(Fed. Cir. 1994)(“Harm to reputation resulting from
confusion between an inferior accused product and a patentee's superior product is a type of harm that is often
not fully compensable by money because the damages caused are speculative and difficult to measure.”)
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86 MercExchange, L.L.C. v. eBay, Inc., 275 F. Supp. 2d 695, 722(E.D. Va. 2003).
87
Id. at 712.
% 1d. at 712.
% 1d. at 713.
% 1d. at 713-714.
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' 1d. at 714-715.
2 MercExchange, L.L.C. v. eBay, Inc., 401 F.3d at 1339.
93
Id.
% 1d. at 1338.
% 1d. at 1339.
% eBay, Inc. v. MercExchange, L.L.C., 126 S. Ct. 1837, 1839(2006) .
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1H A~ F Roberts 7 F 2 Scalia ~ Ginsburg = >+ ;2 F e & L 20 T A G

°7 1d. at 1840.

% 1d. at 1840.(“Although the District Court recited the traditional four-factor test, 275 F.Supp.2d, at 711, it
appeared to adopt certain expansive principles suggesting that injunctive relief could not issue in a broad swath
of cases. Most notably, it concluded that a “plaintiff's willingness to license its patents” and “its lack of
commercial activity in practicing the patents” would be sufficient to establish that the patent holder would not
suffer irreparable harm if an injunction did not issue. Id., at 712. But traditional equitable principles do not
permit such broad classifications. For example, some patent holders, such as university researchers or self-made
inventors, might reasonably prefer to license their patents, rather than undertake efforts to secure the financing
necessary to bring their works to market themselves. Such patent holders may be able to satisfy the traditional
four-factor test, and we see no basis for categorically denying them the opportunity to do so. To the extent that
the District Court adopted such a categorical rule, then, its analysis cannot be squared with the principles of
equity adopted by Congress. The court's categorical rule is also in tension with Continental Paper Bag Co. v.
Eastern Paper Bag Co., 210 U.S. 405, 422-430, 28 S.Ct. 748, 52 L.Ed. 1122 (1908), which rejected the
contention that a court of equity has no jurisdiction to grant injunctive relief to a patent holder who has
unreasonably declined to use the patent.” )

* 1d. at 1840.
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19 1d. at 1841.(“a major departure from the long tradition of equity practice should not be lightly implied”)

11 1d. at 1841-1842.(“Discretion is not whim, and limiting discretion according to legal standards helps
promote the basic principle of justice that like cases should be decided alike)

192 1d. at 1842.(“the difficulty of protecting a right to exclude through monetary remedies that allow an infringer
to USe an invention against the patentee's wishes” )

19 1d. at 1842.(“Both the terms of the Patent Act and the traditional view of injunctive relief accept that the
existence of a right to exclude does not dictate the remedy for a violation of that right.”)
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4%3%%%??ﬁﬁ%ﬁﬁiiﬁ%:w’ﬁl*m ! f ARG e o
cBay %7 & KT ik Bl kb grE gu wié@éﬁﬁmaﬁﬂ Lok R
FEF VAL 2T A 2 Microsoft 2. 15:1‘% TLITAER A ZEFr N IREL
=R 4 » Microsoft & * & & e it H 2 g2 - -] 34 > LR Windows
Z Office 2. A » 2 ¥ it .5 7 z4 2. s £ & 4|m BEE Microsoft #t 48 > F] ot i %3 X A4
BHh ox d gt 24 A2 BT (2 ) Microsoft B2 X 2% z4 2 4| 2 &

AP R ZAEZZHE BRBELASLHACRF >~ TG P4 pER - x ZE{T

'%* 1d. at1842-1843.

%5 74 Technologies, Inc. v. Microsoft Corp., 434 F. Supp. 2d 437.(E.D. Tex. 2006)

1% 1d. at 440.(“z4's arguments for the application of a presumption of irreparable harm are creative, but z4
cannot cite to any Supreme Court or Federal Circuit case that requires the application of a rebuttable
presumption of irreparable harm with regard to a permanent injunction. In Amoco Production, the Supreme
Court stated that applying a presumption of irreparable harm in the context of an injunction “is contrary to
traditional equitable principles.” See Amoco Prod. Co., 480 U.S. at 545, 107 S.Ct. 1396. Furthermore, in eBay,
the Supreme Court indicated that an injunction may only issue “in accordance with the principles of equity”
under both the patent and the copyright acts but does not in any way imply that a rebuttable presumption of
irreparable harm should apply to permanent injunctions under either act. See eBay, 126 S.Ct. at 1840. Rather,
the Supreme Court stated, “[A] plaintiff seeking a permanent injunction must satisfy a four-factor test before a
court may grant such relief.”)
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